














Administrative action:

The owner can bring an action before the Adminis-
tration of Industry and Commerce to investigate and
order: the ceasing of infringement; confiscation of
the illegal income from the infringement; confisca-
tion of duplicates; imposition of administrative fines
(no damages granted).

What are my options if | am infringed
and have not protected my rights?

If the trade mark is not registered and the certificate
of trade mark duly issued, it will be difficult to claim
any infringement of one’s rights in China, unless the
trade mark can be considered a well-known trade
mark. For inventions and designs, another possibility
would be to base a legal action on Unfair Competi-
tion Law. This requires proof of the violation of this
law and loss suffered. In practice, it may be difficult
to obtain a favourable decision based on these le-
gal grounds alone. A well-known trade mark ben-
efits from recognition regardless of registration. This
can prevent others from registering a similar trade
mark and from incorporating it to a company name.
The trade mark owner may apply for protection of
its well-known trade mark in China using the fol-
lowing means: raising an objection with the Chinese
Trade Mark Office; requesting the cancellation of a
registration or applying to the local Administration
of Industry and Commerce to stop the illegal use. In
infringement cases, courts or administrative bodies
tend to grant larger awards to owners of well-known
trade marks, and subject infringers to more severe
punishment.

Good to know:

The Chinese Trade Mark Law imposes a first-to-file
rule to obtain rights. Prior use of an unregistered
trade mark does not grant any right unless it is a
well-known trade mark. However, if two similar
trade marks are filed the same day, approval will be
given to the trade mark first used in commerce.

Protection under copyright law

Applicable Laws:

The Copyright Law of 27/10/2001 and its Implement-
ing Regulations of 02/08/2002.
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What can be protected:

The definition of a work protected by copyright is
not exhaustive under Chinese law and concerns all
creation and inventive work. It specifically includes
“graphic works such as drawings of engineering de-
signs, drawings of product designs, maps, schematic
drawings etc...and three-dimensional model works"
The shape of a shoe or a perfume bottle can, for ex-
ample, be protected.

Formalities:

Although no registration is necessary for an author
to hold a copyright on an original work, registration
can be filed with the State Copyright Bureau of the
State Council, which handles registration for overseas
authors or copyright owners. Registration is a sim-
ple process and is highly advisable as it strengthens
a copyright. The following documents are required:
application forms; identity certificate for the appli-
cant; description of the work; pledge letter for the
right; sample of the work and any documents show-
ing the copyright (ex: agreements).

Costs and Time:

The State Copyright Bureau will complete the exam-
ination and issue the registration certificate within
a month of receiving the application. Registration
fees range from 100 to 1,000 RMB for each registra-
tion. The fee amount depends on the nature of the
work (musical, written or architectural work, etc.)
and whether it is requested by an individual or a
legal entity (for instance: up to 200 RMB for a com-
pany). Furthermore, it also depends on the length
of the work.

Duration:

Perpetual for the moral rights of an author (includ-
ing the right of attribution, revision and integrity of
a work). For the economic rights (including the right
to use, display, broadcast, reproduce and market the
work), it is the author’s lifetime plus 50 years after
the author’s death if the author is an individual, and
50 years from the first publication if the author is a
legal entity.



Ownership of the right:

The author of the work is automatically the owner of
the right. However, it is possible to transfer owner-
ship to a third party in the scope of an employment
contract or a transfer agreement.

Enforcement:

What are my options if | am infringed
and have protected my rights?

Two types of legal action are available with regard
to copyrights: administrative action or judicial action.

Administrative action:

The National Copyright Administration and its na-
tional and local offices can hear copyright-related
cases. The competent administration is usually situ-
ated in the location where the infringement takes
place or where the counterfeiting goods are stored or
seized. Although such action does not provide com-
pensation, the administration may impose the fol-
lowing punishments/orders: stop the infringement;
confiscate the illegal income from the infringement;
confiscate duplicates; apply administrative fines.

Judicial action:

The competent People’s Court is the court where the
infringer resides, where the infringement has been
performed, or where the infringement results oc-
curred. In addition to the measures described above,
the court may grant damages to compensate the
plaintiff. The court can order the infringing party to
pay damages based on the actual loss incurred by the
rights holder. In practice, if the actual losses are dif-
ficult to evaluate, the damages can be based on the
illegal income earned by the infringer. If neither can
be established, the court may award damages up to
RMB 500,000.

What are my options if | am infringed
and have not protected my rights?

Even if the copyright has not been registered in Chi-
na, the ownership of the right is automatically grant-
ed to its author. Registration is not a prerequisite to
bring a legal action for infringement of copyright,

but it may be more difficult to prove ownership with-
out registration.

Good to know:

The copyright law protects works upon their crea-
tion, regardless of whether or not the author is Chi-
nese. The registration of the work before the Copy-
right Office does not enhance or change the auto-
matic copyright protection, but does enable third
parties to oppose it.

Customs lawin China

Applicable Laws:

Customs Law, 08/07/2000; Regulations on Customs
Protection of IPR, 01/03/2004, and Circular on its im-
plementation, 01/07/2004. On 05/06/2008, the State
Council issued an ‘Outline of the National Intellec-
tual Property Strategy’ emphasizing that China will
strengthen customs law enforcement and border
protection to maintain order in imports and exports
and improve intellectual property protection. A draft
of the Implementing Measures on Customs IPR Pro-
tection is being written and could be voted on in
2009.

How can | ask customs to defend my
rights?

Recording IP rights with Chinese customs is not man-
datory to obtain protection, but it is highly recom-
mended.

Formalities:_

Registration of IPR shall be made with the General
Administration of Customs (GAC). The right holder
files an application with the GAC by presenting
the necessary documents, including the applica-
tion form, certificates, copy of the business licence,
and photos of the goods and packaging. Within 30
days, the GAC notifies the applicant of its decision
on whether or not to archive the registration and
provides the full package application. IP owners can
check and amend their registration online: www.
customs.gov.cn .



Costs and Duration:

The cost for registering one right is RMB 800. An ex-
tension by renewal of the record is free of charge.
In addition, the cost of the seizure or deposit should
also be considered (see below). Registration is valid
for 10 years and can be renewed six months prior to
the expiration of the term. The extension term is also
10 years. But this term will not extend beyond the
expiration of the IP right registration.

Enforcement:

Request by the IPR holder for an
unrecorded IP right:

If the IPR holder discovers that suspected infringing
goods are about to be imported or exported, he can
request that customs detain the goods. An applica-
tion letter and evidence of the ownership of the
rights should be brought to customs.

In addition, the holder shall provide a financial guar-
antee equivalent to the value of the detained goods.
If the request of seizure happens to be justified, the
guarantee shall be returned to the IPR holder.

Discovery by Customs of a recorded IP
right:

Customs will notify an IPR holder in the event that
any suspected infringing goods are discovered. With-
in three days of receipt of the notice, the holder shall
revert to customs and either: request the seizure of
the suspected goods or state his willingness not to
seize the goods and the reasons for that decision. In
practice, this time is often too short to consider all
aspects involved and to take a wise decision.

A guarantee shall be paid by the IPR holder upon
each notice of suspected goods, based on the value
of said goods. Another option is to pay a general
guarantee of up to RMB 2,000, which is valid until
30" June of the following year and subject to revalu-
ation each year.

Good to know:

Recording an IP right with customs is no longer a pre-
condition for detention of infringing goods, but it al-
lows IPR holders to obtain the most protection since,
in the absence of prior registration, customs requires
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a separate deposit to detain the shipment and will
detain the goods beyond 20 days unless the IP owner
obtains a preliminary order from the Chinese Court.
Therefore, if the import/export of counterfeit goods
is suspected or expected, it may be advisable to reg-
ister with customs.

Protection Of Trade Secrets

The main category of non-registerable rights is trade
secrets, which are defined as technical and manage-
ment information, unknown to the public, that is of
practical value and for which the holder has taken
measures to maintain confidentiality.

The Chinese Unfair Competition Law

Provides protection for non-registered rights and
prohibits business operations from engaging in any
of the following activities:
Obtaining trade secrets by theft, duress, or other
illegal means;
Disclosing, using, or allowing others to use trade
secrets obtained by illegal means;
Disclosing, using, or allowing others to use trade
secrets in breach of an agreement.

If you suspect an infringement of your trade secrets,
you can bring a civil proceeding before the People’s
Court and seek compensation for damages. You can
also bring an administrative action before the Ad-
ministration of Industry and Commerce (AIC) which
may order the infringer to cease its actions and im-
pose a fine between 10,000 and 200,000 RMB. In ad-
dition, appropriate measures can be taken by the IPR
holder, such as entering into a confidential agree-
ment, requesting that employees abide by internal
rules and confidentiality obligations. Any non-disclo-
sure agreement or confidentiality agreement shall be
set forth in a legally binding contract.

Case Study

A European company specialised in garments relocat-
ed its sourcing to China. Most of its collections were
designed and manufactured in China but sold in Eu-
ropean stores. In 2006, the company noticed that
the exact same original fabrics (including the texture
and pattern) were used for other clothing products
(in different shapes, designs and collections of gar-
ments) under a different trade mark. Considering the
large number of products in each collection, the com-



pany had decided it was too expensive to register the
drawings or designs of the collection in Europe or in
China. However, the company decided to take legal
action against the suspected manufacturing compa-
ny, to cease this use of the fabrics.

As the company had no formal IPR registration in
China, the legal grounds for such action could only
be based on copyright and on Unfair Competition
Law. The company chose an administrative action
since it was thought to be less expensive and quicker.
In addition, the loss was difficult to evaluate and the
reward of damages therefore uncertain. The action
for copyright infringement was brought to the local
Administration of Industry and Commerce where the
infringing manufacturing company was based. The
company brought the following evidence: drawings,
previous collections using the same pattern, invoices
to the manufacturing companies, comparison be-
tween both products and fabrics. Upon inspection,
the AIC ordered the infringing manufacturer to stop
using the same fabrics and patterns for other clients
and ordered a fine of 50,000 RMB. In addition, the
company and the manufacturer ended their coopera-
tion.

Key administrations/contacts

Department

http://www.sipo.gov.
cn/sipo2008

Tel: 010-62083114,
010-62356655, 010-
62083608

SIPO

Trademark Office

Copyright Bureau
of the State
Council

General
Administration of
Customs (GAQ)

AIC in Shanghai

State
Intellectual
Property Office

China Trade
Mark Office
(CTMO)

National
Copyright
Administration

General
Administration
of Customs

Administration
of Industry and
Commerce

http://202.108.90.72/
trade-e/index.jsp
Tel:010-88650000,
010-88651802

http://www.ncac.
gov.cn/GalaxyPortal/
inner/bgj/index.jsp
Email: copyright@
ncac.gov.cn

http://www.customs.
gov.cn/publish/por-
talo/
Tel:010-65194114,
010-65195489, 010-
65195584

http://www.sgs.gov.
cn/sgs/en/index.jsp
Tel:021-64220000



India

Protection under Design Law
Applicable Laws

The Designs Act of 2000 and the Design Rules of 2001
constitute the basis for design protection in India. In-
dia is not a member of the Hague System for inter-
national registration of Industrial Designs so it is not
possible to use this system for design protection in
India.

What can and cannot be protected?

The following criteria need to be met to obtain de-
sign protection in India.
The design must:
be new or original;
not be previously published in any country;
be reproducible by industrial means;
not be contrary to public order or morality;
be significantly distinguishable from known de-
signs or combinations of known designs;
not be comprised of or containing scandalous or
obscene matter, appealing to the eye;
not fulfil a mere technical function, but
to certain aesthetical features.

respond

According to Indian law, design protection is not
available to those not residing in India or not repre-
sented through an agent residing in India.

Formalities

The design application needs to contain the full
name, address and nationality of the applicant, and
an address for services in India. It needs to be accom-
panied by drawings, photographs from all angles, 5
copies of each pose, a list of countries to claim the
priority (if any), where the application for design
has been filed, along with the date and application
number, the class in which the application is to be
filed, and the name of articles to which the design is
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to be applied.! The Design Office can assist in search-
ing design databases, to help gain an understanding
what type of designs are already protected in India.
Be careful: India does not date an application until
the accompanying fees are received by the IP office.

Best contact if you have further questions:
Assistant Controller of Designs

Design Office

7" Floor, 2" MSO Building

Nizam Palace, J.C. Bose Road

Kolkota 700 020

Tel.: +91 33 281 3421

Fax: +91 33 281 3423

Costs
Application for design registration for: 1000 Rs
Extension of copyright: 2000 Rs

An in-depth overview of fees can be found in the
AJ.C. Guidelines for Registration which can be
downloaded for free on the Web site of the Indian
IP office.?

Examination

The application is examined and any objections
raised by the Design Office. Once all objections are
removed, the office issues the design protection. The
design application is then published in the Official
Gazette and published in the register of Designs. This
takes an average of 6-12 months.

1. Premier Registration Service: Trade Marks In India http:/
www.patentindia.org/design.htm
2. http://ipindia.nic.in/ipr/design/designs.htm



Duration of protection

Design protection is granted for 10 years, but can
be extended by an additional 5 years. Don't forget,
if you do not pay the renewal fees for your design
application, your protection is void. So pay your re-
newal fees on time.

Ownership of the right

Under normal circumstances, the creator of the de-
sign is the owner. If, however, the original creator of
the design has done this work in the context of his/
her employment, the employer owns the design, un-
less otherwise specified in the contract. It is also pos-
sible to transfer the design right to a third party, but
you need to state this in the contract.

Good to know

India follows a “first to file” system. Therefore, you
need to make sure that you apply for registration as
soon as you can so nobody else claims that design
before you. Also, make sure you file for the applica-
tion before you publish your design, otherwise the
IP office will not give you the necessary protection.?

The flip side to this is that you don't need to prove
that your design has a commercial use at the time of
filing.

Protection under trade mark law
Applicable Laws

Trade mark law in India is governed by the Indian
Trade Mark Act of 1999. India is a member of the
Madrid Protocol for the international registration of
trade marks (see the part of this Guide on interna-
tional protection).

What can and cannot be protected?

In India, the following subject matter qualifies for
trade mark protection:
Any name, including a personal or surname of the
applicant or predecessor in business or the signa-

3. http://newdelhi.usembassy.gov/iprdesign.html

ture of the person, which is not unusual for trade
to adopt as a mark.

An invented word or any arbitrary dictionary word
or words that are not directly descriptive of the
character or quality of the goods and services.

Letters or numerals or any combination there of.

You can qualify your mark for trade mark protection
either by filing an application or by using the mark
on goods and services in the course of business.

Trade mark registration is usually refused if the mark
is merely descriptive or deceptive, if it is just a sur-
name or merely ornamental, if it is customary in cur-
rent language, if it is offensive to religious feelings
or any class of Indian society, or if it is scandalous or
obscene.

Formalities

The following documents must be submitted to ob-
tain trade mark protection in India:
The full name, address and nationality of appli-
cants;
Description of trade mark, one copy if the mark is
in label form;
List of all items, be they good or services to which
the mark is applied or proposed to be applied;
Date since which it has been used if the mark is
already being used in India;
List of countries where the mark is to be protected.
Do not forget to put a date on this list, so you can
be assured that your application has precedence
over potential applications filed after your date of
filing.

The Indian Patent Office offers an overview of forms
that need to be filled out.

Costs

The filing of a trade mark costs 2,500 Rs per class. The
renewal of a trade mark costs 5,000 Rs per class. *
Examination

The completed application is examined and objec-
tions are raised by the trade mark office. It usually

4.http://ipindia.nic.in/tmr_new/FREQUENTLY_ASKED_
QUESTIONS.htm



takes 2-3 years to obtain trade mark protection if
there are no objections. After any objections are
cleared, the mark is advertised in the Official Gazette.
The registration certificate is issued 4-6 months after
the end of the opposition period. Should there be an
opposition, the registration certificate is issued after
the opposition is dismissed. Such an opposition may
be filed by any legal entity that believes that your
application violates its rights. The trade mark office
then checks whether these claims are justified. If they
are, it may not grant your trade mark, or you may be
able to file your application in different classes than
that of the trade mark held by these other legal en-
tity, if possible.

Duration of protection

Trade mark protection lasts 10 years, but can be re-
newed indefinitely. Don't miss the deadlines, and
don't forget to pay your renewal fees.

Ownership of the right

Under normal circumstances, the creator of the trade
mark is the owner. If, however, the original creator
of the trade mark has done this work in the context
of his/her employment, the employer owns the mark,
unless otherwise specified in the contract. It is also
possible to transfer the trade mark to a third party,
but you need to state this in the contract. Thus, any
person “claiming to be the proprietor” of the trade
mark can apply for registration of the trade mark.

Good to know

India follows a ‘first to file’ system. You do not need
to show that you have researched the databases on
existing trade marks. However, doing so will give
your application more solid grounds and make it less
susceptible to challenges by third parties. It is also
important to know that in India you can base your
application on the mere intention to use the mark at
some point.

Even if you have not registered your mark, you still
enjoy trade mark protection if you can show that you
have used it in your business.

Thus, you can take action against counterfeiting
even if you have not filed for trade mark protection.
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Protection under patent law, including
utility models

Applicable Laws

The main applicable laws are the Patent Act and the
Patent Rules. India is a member of the Patent Coop-
eration Treaty (PCT). Utility patents are not in use in
India.

What can and cannot be protected?

You can get a patent in India for the following sub-
jects: art, process, method or manner of manufac-
ture, machine, apparatus or other articles, substanc-
es produced by manufacturing, computer software
which has technical application to industry or is used
with hardware, product patent for food, chemical,
medicines or drugs.

You cannot patent inventions that are contrary to
public order or morals, movies or TV productions,
traditional knowledge, or components relating to
traditional knowledge.

Formalities

The Web site of the Indian Patent Office offers a
comprehensive and  in-depth entitled
“Information for filing a patent application” that
explains in great detail all the administrative steps
necessary to file patent application. Since 2007, the
Indian Patent Office has had an online filing system
for patent application. Applications must be filed in
either English or Hindi.

document

The following documents must be submitted to ob-
tain patent protection in India:
Application form;
The full name, address and nationality of appli-
cants and inventors;
Specification, provisional/complete
claims and abstracts;
List of countries to claim priority (if any), where
the application/applications for the granting of a
patent has/have been filed, along with date and
application number;
Fee in cash, by local cheque or by demand draft;
Declaration of inventorship  where
specification is followed by complete specification
or in case of convention application;
A power of attorney (if filed through a patent
agent).

drawings,

provisional



Costs

The application filing fee is 1,000 Rs for an individual
and 4,000 Rs for a legal entity for up to 10 claims and
30 pages. Don't forget to pay your renewal fees.®

To facilitate payment in U.S. dollars, an account has
been opened in New York:

CO/IN in the name of the Controller General of Pat-
ents, Designs & Trademarks, with the state Bank of
India, New York Branch, 460, Park avenue, New York-
NY-10022

Account Number: 21 22-250821-001.

Examination

After a patent application is filed in India, the pat-
ent office examines the patent. When the first ex-
amination report is issued, the applicant is given the
opportunity to correct the deficiencies to meet the
objections raised in the examination report. If the
applicant misses the deadline to reply to these objec-
tions, the application becomes void. If the objections
raised can be eliminated, the patent can be granted
and it is published in the Official Journal of the pat-
ent office, available at www.ipindia.nic.in. This usu-
ally takes 18 months. Before a patent is granted and
after the publication of the application, any person
can oppose your application.

Duration of protection

A patent is valid for 20 years from the date of appli-
cation. After that, the invention becomes part of the
public domain.

Ownership of the right

The patent belongs to the person whose name is en-
tered in the register, the person or persons registered
as grantee or proprietor. This ownership gives you
the right to license or otherwise deal with the patent
so as to extract value from it. Under Indian law, a pat-
ent is considered a movable property. Thus, the rules
applicable to movable property also apply to patents.

5.http://ezinearticles.com/?patents-in-india:Law-and-
Procedure&id=69217

Good to know

India follows the “first to file” system, so inventors
should be quick to file their applications. The Indian
IP office also recommends filing an application be-
fore an invention has full commercial relevance. As in
the case of trade marks and designs, it is advisable to
use a local law firm to ensure that the subject of your
application enjoys adequate protection.

Protection under copyright law
Applicable Laws

Copyright in India is governed by the Copyright Act.
India is also a member of the Berne Convention and,
through this treaty, it extends protection to all copy-
righted works originating in any of the convention
countries. Foreign works first published in another
member country of the Berne Convention are there-
fore given the same copyright protection in India as
Indian works, and there is no need to apply any extra
procedures.®

What can and cannot be protected?

Copyright is granted for original literary, musical,
dramatic and artistic works, cinematograph films,
sound recordings and computer programs.

Copyright is not granted for work that is not original,
for ideas or concepts, names, short word combina-
tions, slogans, short phrases, methods, plots, or fac-
tual information.

Formalities

The fixation of a work in any tangible form automat-
ically enjoys copyright protection. Foreign nationals
enjoy the same copyright protection in India. It is
not necessary to use the © indication for copyright
protection, but it may be used to notify the general
public.

The voluntary registration of a copyright is possible
through the Copyright Office of the Department of
Education in India. Entries made in the Register of

6.Ezine Articles: Copyright in India: Law& Procedure,
http://ezinearticles.com/Copyright-in-India:-Law-and-
Procedure&id=73309



Copyrights may serve as evidence in case of litiga-
tion” A sample of such a form and the entire applica-
tion process can be found at http://education.nic.in/
copyright.asp.

Costs

Since copyright is self executing it is free of charge.

Examination

Since copyright is a self-executing right, there is no
examination of the subject matter.

Duration of protection

Copyright protection is granted for 60 years after the
death of the author or the end of the year in which
the work was made, first published, performed etc.

Ownership of the right

Under normal circumstances, the author is the owner
of the work. If, however, the original creator of the
work has done this work in the context of his/her em-
ployment, the employer owns the work. However, it
is possible to transfer the copyright to the employee.
It is therefore very important to clarify the ownership
of copyright in the employment contract. It is also
possible to pass the copyright on to a third party, but
this must be stated in the contract.

Good to know

The contact details of the copyright office:
Registrar of Copyrights

B.2/W.3, C.R. Barracks,

Asturba Gandhi Marg

New Delhi 110 003

Tel: +91/338 43 87

7.Government of India Ministry of Human Resource Devel-
opment Department of Secondary Education and Higher
Education Handbook of Copyright Law, http://education.
nic.in/copyright.asp
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What to do if | am copied?

You may claim infringement of your intellectual
property rights in the following cases:
If the design, trade mark or patent shows fraudu-
lent or obvious imitation and if you can demon-
strate that an alleged infringer or infringement
aimed to take action in that respect.
If you find imported products for sale that contain
your IP, even though you did not consent to it.
If you find your IP published or for sale and it is a
fraudulent imitation of your design rights.

IP infringement in India carries a minimum of 6
months and maximum of 3 years of imprisonment
and monetary fines that are significant by local
standards, namely between 25,000 and 50,000 Rs.
Indian police also have the power to conduct raids
to seize any potential goods or services infringing IP.

In India, you may take legal action against patent in-
fringement if a third party manufactures a patented
product, uses a patented process or offers to sell or
sells patented products, uses products acquired di-
rectly by the patent process for production or busi-
ness purposes, or imports or exports patented prod-
ucts or products that are acquired through patented
processes. However, there are acts that do not con-
stitute an infringement, such as making, construct-
ing, using, selling or importing a patented invention
solely for uses reasonably related to the develop-
ment and submission of information. For in-depth in-
formation, it is advisable to consult a local attorney.

A lawsuit against infringement can be initiated either
in an Indian District Court or in the High Court, de-
pending on the amount of money that is at stake and
the place of residency of the rights holder. Should
you file a complaint, you will have to demonstrate
that the alleged infringement involves a violation
of your intellectual property rights and that you suf-
fered economic loss because of the alleged infringe-
ment. In India, you have 3 years from the cause of
action to file a lawsuit. Most Indian courts will stop
the infringer while the court examines the case if the
right holder is able to establish the rights before the
court and is able to illustrate that the rights were vio-
lated and that this has caused significant damage.

Remember that copyright protection is self execut-

ing. Therefore, you can take legal action against in-
fringement even if you did not file for any form of

8. http://newdelhi.usembassy.gov/iprpatents.html



protection. A similar situation holds for trade mark
infringement. Because trade mark protection is
based on the ’‘legitimate use of the mark’ in India,
you may bring litigation even if you have not filed
for any form of protection. The illustration of the
mark’s market power, paired with a demonstration
of how the infringement caused you loss in market
share, is sufficient evidence for a case against coun-
terfeiting and piracy.

Action at the customs

Since India is a member of the WTO, it is obliged to
take action against the trading of pirated goods and
services. The Intellectual Property Rights Enforce-
ment Rules of 2007 are meant to provide a regula-
tory framework for customs provisions related to
intellectual property. Most importantly, these rules
make the trading of counterfeited goods illegal. This
newly introduced law was accompanied by relevant
reforms of customs. In addition, customs authorities
were given the power to take action on their own
if they detect counterfeits. In that context, a pirated

good is defined as any product or service that vio-
lates existing intellectual property laws.

If your goods or services are pirated, you should
write a letter to the custom authorities asking them
to suspend the infringing goods. Don't forget to ac-
company your letter with relevant proof, as well as
your contact details and the sum of money (the exact
amount is determined by customs) that the customs
views necessary to protect the importer, as well as
the customs authorities themselves, from any poten-
tial liabilities arising from your complaint.

Should the custom authorities intend to stop the im-
portation of counterfeited goods, they will send you
a letter. Be careful, you have to reply to this letter
within 10 days, otherwise customs will not take ac-
tion.

Once the customs authorities have stopped the im-
portation of these counterfeited goods, you have
the chance to examine them and even take action in
other countries where you do business.



Russia

Protection of a creation without
formalities

The law provides no rights for unregistered trade
marks or unregistered designs. Registration is grant-
ed on a first come, first served basis.

Copyright protection
Applicable Laws:

Part IV of the Civil Code (230-FZ) entered into force
on 1.1.2008. It replaces the Law on Copyright and Re-
lated Rights (No. 5351-1 of 9.7.1993 as amended on
20.7.2004).

What can be protected?

Copyright extends to works of science, literature and
art that result from creative activity, and to the parts
of such works (incl. their titles) that fit the originality
requirements. Therefore, logos, device marks, labels
and three-dimensional objects that are the product
of creative work enjoy copyright protection. Not
protected by copyright are: official documents (laws,
court decisions, etc.) and official translations thereof;
state emblems and official signs (flags, armorial bear-
ings, decorations, monetary signs and other state
symbols and official signs); works of folklore; com-
munications concerning events and facts that have
informational character.

Formalities:

Copyright is unusual in the way that rights come into
existence and are protected from the date of the
creation of a work, by virtue of the very fact of its
creation, so no formalities (official recording, etc.)
are needed to establish protection.
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Duration of protection:

up to 70 years after the author’s death.

Industrial Designs
Applicable Laws:

Part IV of the Civil Code (230-FZ) entered into force
on 1.1.2008'.

Obtaining protection:

Industrial design protection can only be obtained by

filing a national patent application through ROSPAT-
ENT. This process consists of 4 stages: (i) filing an ap-
plication, (ii) formal examination, (iii) substantive ex-
amination, (iv) granting patent protection by issuing
a design patent.

What can be protected?

Industrial design patents are granted for an artistic
engineering embodiment of a comercially produced
or handcrafted article that forms its exterior, i.e. the
design appearance of the article. Industrial designs
may be three-dimensional or flat, e.g. packaging, a
tag, a logo or a type, as well as composite products,
separate parts that can be assembled into a compos-
ite article, etc.

Formalities:

When preparing a design application, you should
keep in mind that the image of the exterior of the
article is the key document, as it contains all the in-

1. http://www.wto.org/english/thewto_e/acc_e/al_russie_e.
htm



formation about the industrial design. It should be
precise, clear and provide the idea and the details of
the article’s exterior. An application should contain a
request for the granting of a patent, description of
the industrial design, representations of the article
and a list of essential features which, along with the
picture of the article, are supposed to determine the
scope of legal protection provided by the patent. To
verify whether an industrial design meets the afore-
mentioned requirements, an examination is carried
out at ROSPATENT upon the completion of which
the search for similar artistic engineering solutions
is performed. If it is determined that the industrial
design meets the requirements, ROSPATENT allows
the design with the claimed list of essential features.
Otherwise, ROSPATENT refuses to grant protection. A
refusal may be appealed in the Chamber for Patent
Disputes in the prescribed order.

To qualify for protection, the design must comply
with the patentability requirements that say an in-
dustrial design should be innovative and original. To
file a design application, you need 8 clear represen-
tations of each variant, a power of attorney (simply
signed, see below), full details about the applicant
(address, full name, nationality, etc.) and a brief de-
scription of the design for which the registration is
sought.

Costs:

The fees for a design are:

Additional fee (as

Objectof the  Additional fee (1 to 5

. . of 5 designs per
fee designs - per design) & )
+-1,050 RUB/
Filing and 600 RUB/ national national
examination 2,700 RUB/foreign +-3,000 RUB/
foreign
iﬁﬂ:{:glof 2,400 RUB/national ,
X 10,800 RUB/foreign
design

Good to know:

As taxes for foreign companies/individuals are 3
times higher than for national companies/individuals
it is advisable to create a Russian company (for per-
manent activities).

Examination:

In addition to the drawings, the design must include
a disclosure explaining the use of the design and the
set of essential features. The scope of protection of a
Russian design is determined by combining the set of
essential features with the drawings, i.e. an infring-
ing product must fulfil all essential features depicted
in the drawings. Because the scope is defined in this
manner and because ROSPATENT examines all filed
designs for absolute novelty (without any border
limits), a design patent is a quite effective form of
protection in Russia.

Duration of protection:

Design patenting is valid for 10 years. It can be re-
newed for a maximum of 25 years.

Ownership of the right:

Any creation may be mentioned as the property of
the employer in a job contract. If not, the employ-
ee remains the sole owner of this creation. Licence
agreements for patents and designs are similar to
those for utility patents and must be registered to
be valid.

Trade mark rights
Applicable Laws:

Part IV of the Civil Code (230-FZ) entered into force
on 1.1.2008. Part IV Chapter 76 § 2 “Right to a Trade
Mark and a Service Mark’, among other clauses,
provides for the legal regime of trade marks, their
registration requirements and the procedure for
registration with the Russian Trade Mark and Patent
Office (ROSPATENT). It also defines the scope of the
trade mark owner’s rights, the notion of “trade mark
use” and establishes civil remedies for trade mark in-
fringement

Obtaining protection:

Trade mark registration may be obtained by filing a
national trade mark application through ROSPATENT.
For commercial and protection reasons, trade marks
should be registered. Registration is prima facie
evidence of ownership and validity. Registration can
generate royalties through licensing. There is no le-



gal requirement to register a mark, but rights against
infringers are only acquired through registration. If a
mark is not registered, designations generally do not
enjoy legal protection, and there are 2 major risks:

- Infringement of third party’s earlier trade mark
rights for the identical or confusingly similar des-
ignations registered for the same or similar goods
or services;

- Applying for and obtaining registration of the
same designation by a third party (innocent or act-
ing in bad faith) ahead of the rightful good faith
user.

Therefore, it is highly desirable to register a trade
mark and to start such use within 3 years from the
date of registration, as 3 years of non-use makes a
trade mark vulnerable for cancellation upon any
third party’s request. The duration of a registration is
10 years from the application date.

What can be protected?

The trade mark law provides a non-exhaustive list of
designations that can be registered as trade marks. A
trade mark may be registered in any colour or combi-
nation of colours. However, there are certain limita-
tions. A designation will not be registered as a trade
mark if it is not distinctive or consists only of ele-
ments which: are in common use to designate goods
of a certain kind; are generally adopted symbols and
terms; describe goods, including the type, quality,
quantity, properties, purpose or value of the goods
and the place and/or time of their manufacture or
sale; or represent the shape of goods which are de-
termined exclusively or mainly by the properties or
function of the goods. These signs may, however, be
incorporated as non-protected elements, provided
that they are not overpowering. The law also prohib-
its the registration of signs with elements that are:
misleading or capable of misleading consumers with
respect to a product or its manufacturer; or contrary
to public interest, principles of humanity or morals.

Scope:

A Russian application only has effect in Russia. Trade
mark registration can also be obtained through in-
ternational trade mark registration with extension to
Russia filed via the Madrid Agreement or Protocol.
The Russian Federation is a signatory to the follow-
ing international treaties: Locarno Agreement estab-
lishing an International Classification for Industrial
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Designs (1968); Madrid Agreement concerning the
International Registration of Marks (1891); Madrid
Protocol relating to the Madrid Agreement Concern-
ing the International Registration of Marks (1989);
Nice Agreement concerning the International Classi-
fication of Goods and Services for the Purposes of the
registration of trade marks (1957); Paris Convention
for the Protection of Industrial Property (1883); Trade
Mark Law Treaty to approximate and streamline na-
tional and regional trade mark registration proce-
dures (1994).

The Working Party on the accession of the Russian
Federation to the World Trade Organization (WTO)
was established on 16.6.19932. One criterion for WTO
accession is that Russia must meet the minimum
standards of the Trade Related Aspects of Intellectual
Property (TRIPS) Agreement, a comprehensive multi-
lateral agreement on intellectual property.

Formalities:

Before considering filing a trade mark application, it
is advisable to conduct a clearance trade mark search
through ROSPATENT. The search will reveal third
parties’ registered trade marks and pending appli-
cations, which can present potential obstacles to a
designation of interest. The examination procedure
is composed of formal and substantive examinations.
A formal examination is conducted within 1 month
of the date the application is filed (to verify wheth-
er the application meets the formal requirements).
After the formal examination, ROSPATENT issues a
decision either accepting the application for consid-
eration or rejecting it. This is followed by the sub-
stantive examination to verify whether the claimed
designation complies with the requirements for reg-
istration of a trade mark. The examiner is entitled to
issue enquiries and notifications during the substan-
tive examination. The deadline to respond to notifi-
cations is 6 months from the date of notification.

It is not possible to oppose a trade mark application
during examination, but it is possible to lodge a can-
cellation action after registration. The time limit for
cancellation actions based on the grounds of similar-
ity is 5 years from the publication date.

A trade mark is registered on the basis of a decision
to register by ROSPATENT following the substantive
examination. The trade mark is entered into the Reg-

2. http://www.wto.org/english/thewto_e/acc_e/a_russie_e.
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ister of Trade Marks within 1 month of payment of
the registration fee. If no registration fee is received,
the application is treated as being withdrawn and
the trade mark is not registered. The examination
takes about 6-9 months.

Information to provide:

Designation to be protected and trade mark type
(word, logo, combined); a complete list of goods or
services on which the trade mark will be used (pref-
erably grouped according to the Nice Classification);
information about applicant: official name, legal ad-
dress, country; a document certifying payment of the
fee for filing an application in the prescribed amount;
a power of attorney (if you are represented).

Costs:

For preliminary search within 7 days (including reg-
istered marks and filed applications) word/combined
mark in 1 class: 113 EUR (30 EUR for each additional
class). Upon receiving notification of positive deci-
sion, a company shall pay trade mark registration
and issuance of certificate fees.

For filing an application: about 400 EUR (1 class) plus
70 EUR for each additional class; for registration, 365
EUR.

Duration of protection:

10 years from the filing date. The period may be
extended, by 10-year periods, at the request of the
right holder, which should be filed during the last
year of the expiring term.

Upon request, a trade mark owner may be given a
6-month grace period after expiration of the regis-
tration period to renew protection, provided the
owner has paid an additional fee.

Prolongation of the trade mark registration shall be
entered by the federal executive authority on intel-
lectual property (ROSPATENT) in the Register and the
Trade Mark Certificate.

Ownership of the right:

Any legal entity or natural person engaged in busi-
ness activities (i.e, an individual entrepreneur) can
apply for a trade mark.

It is also possible to register collective marks which
may be owned by an association of persons (i.e., of
legal entities and/or natural persons).

Cession and licences:

The exclusive rights to a trade mark for some or all of
the goods for which it has been registered may be as-
signed. Assignment is not allowed if it would mislead
consumers with regard to the goods or their manu-
facturer. In addition, the right to use a trade mark for
some or all of the goods for which it has been reg-
istered may be granted under a licence agreement.
Both types of agreement are subject to mandatory
registration with ROSPATENT. Unless registered, they
are deemed invalid.

Good to know:

As 35% of the trade mark requests are rejected, en-
sure that your trade mark or a very similar one is
not already registered in the Russian Federation and
avoid legal oppositions and objections.

What should | do if | am copied?

The use without the owner’s permission of a trade
mark or a confusingly similar sign for the goods for
which the trade mark has been registered or similar
goods constitutes an infringement. The goods and
the labels and packaging of those goods on which
the trade mark or a confusingly similar sign is used
unlawfully, are deemed counterfeit. The owner of a
trade mark can resort to statutory solutions in the
case of infringement. Depending on the nature and
gravity of the infringement, administrative, civil or
criminal options are available. There are no special-
ised IP courts in Russia. The commercial courts handle
civil trade mark infringement matters.

Administrative action:

The Code of Administrative Offences states that un-
lawful use of a trade mark is punishable by confisca-
tion of the infringing goods and an administrative



fine of 1,500 RUB (35 EUR) to 2,000 RUB (46 EUR) for
individuals; 10,000 RUB (235 EUR) to 20,000 RUB (470
EUR) for government officials; and 30,000 RUB (705
EUR) to 40,000 RUB (940 EUR) for legal entities. The
court considers the case within 15 days of receipt of
the statement of case. A petition may also be filed to
the anti-monopoly service on grounds of unfair com-
petition involving a trade mark. That authority can
issue a directive ordering the infringer to cease the
illicit activities.

Civil action:

Before the courts, the trade mark owner may demand
the cessation of infringement (e.g. an injunction). In
addition, it may claim damages for losses and lost
profits, as well as recovery of the profits received by
the infringer. Instead of damages, the owner may de-
mand compensation of between 100,000 RUB (2,349
EUR) and 5 million RUB (117,000 EUR). In addition,
the following civil law remedies are available in con-
nection with the unlawful use of a trade mark:
publication of the court’s decision for the purpose
of restoring the owner’s commercial reputation;
removal of the illegally used trade mark from the
counterfeit goods and packaging at the infringer’s
expense; and
destruction of the counterfeit goods and pack-
aging at the infringer's expense if the infringing
trade mark cannot be removed.

The court may order injunctive relief forbidding the
defendant to perform actions related to the subject
matter of proceedings or ordering the seizure of the
defendant’s property. The court shall consider the pe-
tition for injunctive relief no later than the day after
the claimant files such a petition with the court.

Civil proceedings take between 3 and 6 months to
render a first-instance decision.

Other points to bear in mind are:
There is no full recovery of legal fees.
The parties face no disclosure obligations.
No mandatory alternative dispute resolution pro-
cedure exists in the Russian legal system.

Criminal action:

The Criminal Code provides criminal sanctions for
trade mark infringement. In order to qualify for
criminal prosecution, the infringement should cause
significant damage or be recurrent. The infringer
may face:
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a fine of up to 200,000 RUB (4,700 EUR); or
forced labour of between 180 and 240 hours; or
correctional work for up to 2 years.

If the infringement is carried out in collusion or by an
organised group of infringers, the offenders can be
punished by:
a fine of up to 500,000 RUB (2,350 EUR); or
a fine on the infringer’s salary or income for up to
3years;
detainment for 4-6 months or imprisonment for
up to 6 years.

Criminal cases are launched and investigated by the
Ministry of the Interior and then tried by the crimi-
nal courts. An investigation usually takes 2-3 months
from the date the proceedings are instituted. In ex-
ceptional cases, this term may be prolonged by up to
12 months. The term for consideration in the court,
including the appeal stage, is at least 4 months. A key
point is that successful investigation and completion
of the proceedings is possible only if the trade mark
owner actively participates from the start of the pro-
ceedings up to the court ruling. Counterfeits may be
seized during investigation of the case based on a
petition of an investigator approved by the courts.
The trade mark owner has no opportunity to with-
draw a criminal action, for example, in the event of
settlement with the infringer.

Good to know:

The newly approved “Rules for Recognition of Trade
Marks as Well-Known in the Russian Federation”
may play a significant role in current and future
trade mark disputes by providing useful criteria and
guidelines for the courts to make consistent and rea-
soned determinations that certain trade marks are
“well-known. According to the new rules, 60% of
consumers surveyed must recognise a trademark for
it to be considered “well-known.”

Patents

Applicable Laws:

Federal Law No. 230-FZ “Civil Code of the Russian
Federation, Part Four” (18.12.2006).

According to the Eurasian Patent Convention, 9 coun-
tries (Russia, Belarus, Kazakhstan, Armenia, Azerbai-
jan, Moldova, Kyrgyzstan, Turkmenistan, Tajikistan)
can be covered by 1 Eurasian patent that is valid in all



the countries for 3 years from the international filing
date and can be maintained in the selected countries
simply by paying annuities.

Two independent procedures are

possible:

a Russian patent or a Eurasian patent. The Eurasian
patent is recommended as the process is faster and
more successful.

What can be protected?

To obtain a patent, the claimed work has to meet the

following criteria: global novelty, inventive step level
and industrial applicability.

Costs:

Ml e st +-13,000RUB/  +-39,000
9 P national RUB
el donae +-2,100 RUB + 6,300 RUB
granting
Formalities:

In Russia, examination on merits is conducted to con-
firm patentability of an invention. With regard to
novelty, the applicant has a 6-month grace period
from the date of public disclosure of information.

The applicant has a right to defer examination (sub-
stantive) proceedings for 3 years from the filing date
of the application. After 18 months have passed from
the filing date, ROSPATENT publishes information on
the application. Upon receipt of a patent application,
examining officers of ROSPATENT carry out the for-
mal examination to ensure the formal requirements
have been met, and, at the applicant’s request, the
substantive examination which includes the patent.
If the requirements outlined in the Patent Act are
met, a patent is granted. From the patent filing date,
the patents are examined in the order they were
received. The approval or rejection of a patent ap-
plication can take over 3 years. Then, if the patent
application is found to be in compliance, a notice of
allowance will be sent to the applicant, or to appli-
cant’s attorney or agent of record, if any, and a fee
for issuing the patent is due within 3 months from
the date of the notice.

Duration of protection:

20 years (from the filing date).

Ownership of the right:

Individuals and legal entities may file invention appli-
cations. In the course of the examination, the number
of applicants and individuals may be changed at their
request. A patent is issued in the name of the appli-
cants who become patent holders upon the receipt
of the patent. The applicants may choose how the
patent should be used, including income distribu-
tion, by signing a written agreement. If an agree-
ment is not signed, each of the patent holders has
the right to use the patented invention in their own
economic activity without seeking mutual approval
of this activity by the other holders.

Good to know:

Given the simplified examination for utility patents
(formal examination only), utility model patents are
issued earlier than invention patents (which undergo
a lengthy substantive examination)

Protection of utility models

Applicable Laws:

idem

What can be protected?

Only two conditions need to be met for utility mod-
els - novelty and industrial applicability.

Costs:
- Additional fee
Object of the Addlt.“.mal el (as of 25 utility
25 utility models - per -
fee i models per utility
utility model)
model)
+-260 RUB/
Filing and +-2,700 RUB/national national
examination +-7,000 RUB/foreign +-780 RUB/
foreign
Grant of +-10,000 RUB/national
utility model ~ +-30,000 RUB/foreign



Formalities:

The procedure to obtain protection for a utility mod-
el is shorter and simpler than that for a patent.

Examination:

An examination of a utility model’s compliance with
the conditions for protection is not conducted by
the patent office. A utility model is granted on the
applicant’s responsibility without a guarantee of its
validity.

Duration of protection:

10 years from the application filing date. Can be ex-
tended by ROSPATENT for 3 additional years upon a
petition by the patent assignee.

Ownership of the right:

A natural person whose creative work resulted in
the invention, utility model or industrial design
shall be recognised as the author thereof. If an in-
vention, utility model or industrial design results
from the joint creative work of 2 or more natural
persons, those persons shall be recognised as the
joint authors thereof. The conditions for exercising
author’s rights shall be determined by an agreement
between them.

Good to know:

A utility model can be acquired quickly and is a very
efficient form of protection, whereas the process for
a patent takes years. When a patent is granted, the
applicant must either cancel the utility model (or the
patent) or, if there is no double patenting, both can
be maintained.

What should | do if | am copied?

Russian law provides civil, administrative and crimi-
nal liability for IPR infringement

The following copyright and neighbouring rights in-
fringements are considered criminal offences:
Plagiarism that causes major harm to the right
owner.
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Illicit use of copyrighted works or works protected
by neighbouring rights; and large-scale purchase,
storage and transport of fake copies with intent
to sell.

The following infringements of inventors’ rights and
patents are considered criminal offences:
lllicit use of an invention, utility model or indus-
trial design.
Unauthorised disclosure of the substance of an in-
vention, utility model or industrial design prior to
official publication.
Usurpation of inventorship or coercion into co-
inventorship, provided the offence causes major
harm.
These offences are punishable by fine (maximum
200,000 RUB, or about 6,000 USD) or imprisonment
of up to 2 vyears. For aggravated offences (repeated
offences or conspiracy), the penalties are a fine of up
to 300,000 RUB (about 8,500 USD) or imprisonment
of up to 5 years.

Enforcement:

Court prosecution IP infringement cases are handled
by:

Commercial (arbitrazh) courts have jurisdiction in
the matters relating specifically to commercial activ-
ity and transactions. Consequently, legal entities and/
or officially registered “individual businessmen run-
ning their business without incorporation of a legal
entity” (so-called “PBOULs") can be parties in the
“arbitrazh” process.

Arbitration procedure is rather fast:
Decision of the first instance to be taken in 3
months
Decision of the second instance in 1+1 months
Decision of the third instance in 1+1 months

The patent examination can be requested in the first
and appeal instances. The examiner may be interro-
gated by the parties.

Courts of general jurisdiction are competent to hear
and decide civil cases involving an individual as one
of the parties. In addition, courts of general jurisdic-
tion handle criminal prosecution involving IP rights
violation and IP-related felonies.

Some cases are referred to administrative bodies:
Chamber for Patent Disputes hears and decides the
following oppositions, complaints and declarations:



- appeals against an examiner’s refusal to grant a
patent (e.g. patents for inventions, utility models
or designs),

- opposition to third parties’ trade marks, appella-
tions of origin and international registrations des-
ignating Russia,

- requests to recognise a trade mark as a “well-
known mark”in the Russian Federation.

The Anti-Trust authorities handle unfair competition
cases, particularly based on the Competition Protec-
tion prohibiting unfair competition related to mis-
appropriation and unauthorised use of companies’
goodwill and means of products/services individuali-
sation.

Damages in patent disputes: Civil code Article 15-2
provides for the compensation of direct damages
and lost profit. Income received by the infringer can
be considered lost profit. Compensation of moral
damage is also available if infringement resulted in
personal suffering of the right holder. No punitive
damages exist in patent law or in design and utility
model law (punitive damages are available for trade
mark infringement only).

Good to know:

Practical problem: “patent racketeers” who copy for-
eign firms and became the holder of Russian patents
for these inventions. To avoid this, a patent applica-
tion should be filed in advance for every invention
which shall be used in Russia. The same problems are
presented by so-called “trade mark trolling and hi-
jacking”

Customs action:

The Customs Code does not allow the entry of goods
into Russia whose importation would infringe intel-
lectual property rights. An IP owner may apply for
inclusion of its right in the Customs Register. Under
Russian law, customs has no ex officio powers. Upon
inclusion of the right in the register, the Customs
Authority monitors the importation of goods bear-
ing that right and, if such goods are imported by an
unknown importer, the authority may suspend the
release of such goods and inform the right owner ac-
cordingly.

To initiate a customs inspection, the right owner
must forward an application to the Federal Customs
Service of the Russian Federation requesting that it

undertake protective measures and temporarily sus-
pend circulation of allegedly counterfeit or pirated
goods. The following information should be at-
tached to this application:

Full corporate details, address and corporate status
of the right owner and its representative;

Power of attorney in the name of the representative,
if any; List of valid rights in Russia along with copies
of registration certificates;

List of specific goods covered by the right registra-
tions in relation to which customs should initiate its
checks;

List of authorised dealers and importers of the genu-
ine goods in Russia;

Specific information about allegedly counterfeit or
pirated goods;

Information on reported cases of trade mark in-
fringement;

Term requested for the recordal (max. 5 years with
possibility of renewal);

Undertaking by the right owner to reimburse any
damage suffered by parties as a result of unlawful
customs suspension; and

Document confirming that the right owner has se-
cured its undertaking by way of a bank guarantee or
insurance of liability for the amount of 500,000 RUB.

Procedure:

Under the Customs Code, if the customs inspection

reveals suspicious goods, the goods are detained for

10 days. Along with the detention, customs informs

both the importer and the right owner or its repre-

sentative indicated in the register of the detention.

Within a 10-day period, which can be extended only

once for a further 10 days, the right owner:

- - has a right to examine the goods, obtain samples
and pictures;

- - must inform customs as to whether the goods are
counterfeit.

If the goods are counterfeit, the right owner must
initiate legal proceedings against the importer. Fail-
ure to initiate legal proceedings within the above-
mentioned period results in the release of the goods.



The customs recordal will be effective only if a right
owner appoints a local representative to liaise with
various customs contact points on a day-to-day basis
and an expert who is officially authorised to conduct
an expert examination of alleged counterfeits on be-
half of the trade mark owner to determine whether
the detained goods are counterfeit and provide cus-
toms with a written expert opinion within the ap-
plicable timeframe. Failure to provide responses to
customs requests connected with the detention of
allegedly counterfeit goods may serve as grounds to
withdraw the right from the register and to stop cus-
toms detention.

Main links and contacts for additional
support

ROSPATENT, Federal Institute of Industrial Property

Post address: bld. 30-1, Berezhkovskaya nab. Mos-
cow, G-59, GSP-5, Russia, 123995

FAX: (499) 243-33-37, (495) 234-30-58

Phone: (499)240-60-15, (499)240-61-38 (E-mail: fips@
rupto.ru)
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Alliance Media National Business Partnership

Phone (495)234-53-80

Fax (495)234-53-63

E-mail allmedia@allmedia.ru

Postal address: Bolotnaya Str, 12 building 3 -115035,
Moscow, Russia

Website: http://www.business-in-russia.com

Federal Customs Service of the Russian Federation
Inspection & Information Transfer Control Branch
11/5, Novozavodskaya st. Moscow, Russia

Phone: +7 095 449-7747/7531

Fax: +7 095-449 7812

E-mail: GUTNR_Ashurkov@mail.customs.ru

Russia-Europe Textile Alliance (RETA)

9/3, Polslannikov per.105005 Moscow, Russia
Tel.: +7 (495) - 589 18 81

Fax +7 (495) - 589 18 82

E-mail : igors08@yandex.ru



United States of America

Protection under design law
Applicable Laws

There is no design law in the US. and you can only
protect your design through patent law, trade mark
law and copyright law.

The US. offers design protection through ‘design
patents, ‘trade dress’ and copyright. The applicable
laws are as follows:

The Vessel Hull Design Protection Act; Copyright pro-
tection under title 17 of the United States Code; the
Copyright, Designs and Patents Act 1988, in particu-
lar Chapter 48; the Lanham Act.

What can and cannot be protected?

Protection for designs related to fashion and other
product designs with short business cycles is extreme-
ly limited in the US. since there is no design law in
place.

To protect your designs, you need to refer to patent
law, trade mark law and copyright. Since these regu-
lations are explained in the following chapters, you
will find under the ‘design rights’ section only those
specifications that are particular to designs and, in
some instances, signify an exception to the overarch-
ing principles of patent, trade mark and copyright
law.

Design protection through design
patents

With respect to design patents, the typical criteria
for patentability are slightly modified in that, rather
than looking for “novelty, non obviousness and com-
mercial applicability”, design patents are defined
through “novelty, non obviousness and ornamental-

"

ity.

Design protection through trade dress

To receive trade dress protection the trade dress must
be either inherently distinctive, or have acquired dis-
tinctiveness through secondary meaning and must
serve no utilitarian or aesthetic function. The notion
of ‘trade dress’ refers to features of the visual ap-
pearance of a product, like its packaging or product
shape.

Design protection through copyright

To enjoy design protection under copyright law, orig-
inal works of authorship must be fixed in a ‘tangible
medium of expression. This means the design must
be put down on paper, photographed or filmed. If
you can't demonstrate that your design has been
fixed on paper, you can't claim protection under cop-
yright law.

However, if you want to use copyright law to protect
your design you can't protect goods that have both
a functional and an aesthetic purpose. This rationale
makes the protection of designs that are commonly
used in the footwear, leather, furniture and textile
industries a particular challenge because the general
consensus among the courts in the US. is that the
pictorial, graphical, or sculptural aspect of a fashion
work is too close to the functional aspects of the
work to make any kind of separation possible. There-
fore, in most instances your design may not qualify
for copyright protection in the U.S.

Formalities

The formalities for design protection under patent,
trade mark and copyright law are exactly the same as
for any other form of patent, trade mark and copy-
right protection.



Costs

The costs for design protection under trade mark
and copyright law are exactly the same as for any
other form of trade mark and copyright protection.
Yet, if you wish to protect your design as a patent,
the costs are lower than for other patents. The filing
fee for a design patent is 100 USD, the issue fee is 400
USD and there are no maintenance fees.

Examination

The examination for design protection under patent,
trade mark and copyright law is exactly the same as
for any other form of patent, trade mark and copy-
right protection.

Duration of protection

The duration of design protection under trade mark
and copyright law is exactly the same as for any oth-
er form of trade mark and copyright protection. But
design protection under patent law is valid for only
14 years. Since the filing of a design patent can take
several years, it may not be the best form of protec-
tion for the footwear, leather, furniture and textile
industries.

Ownership of the right

The ownership for design protection under patent,
trade mark and copyright law is exactly the same as
for any other form of patent, trade mark and copy-
right protection.

Good to know

There is no adequate design protection for products
and services with short business cycles. Since designs
in the footwear, leather, furniture and textile indus-
tries often last for a period that is substantially short-
er than the application process for IP protection, the
current regulatory framework for design protection
in the US. causes specific problems for these indus-
tries.

1.US. Department of Commerce, Patent and Trademark Of-
fice. A Guide to Filing a Design Patent Application. http://
www.uspto.gov/web/offices/pac/design/index.html
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Protection under trade mark law
Applicable Laws

The main applicable laws and regulations for trade
mark protection are:

The Trademark Act, the Madrid Protocol for the in-
ternational registration of trade marks.

What can and cannot be protected?

The criteria of ‘commercial use’ is really crucial under
U.S. trade mark law. This means you can only file for
trade mark protection if you are using or intend to
use the mark in your business. This means the mark
must be used on your goods and services and play a
role in your advertising or sales strategy. At the very
least, you must have the intent to use your mark in
these contexts, and the U.S. authorities ask you to
swear that you are going to do so. If in fact, you file
your trade mark based on the intention of using it at
some point, the USPTO asks you to begin the actual
use of the mark in business before it will register the
mark.

Trade mark registration is usually refused if among
other things the mark is merely descriptive or decep-
tive or if it is just a surname or merely ornamental.

Formalities

To avoid the rejection of your mark, it is best to do
a trade mark search before you submit your applica-
tion. The USPTO allows you to conduct a search free
of charge via the Electronic Search System, (TESS).
An applicant needs to fill out an application via the
‘Trademark electronic application System’ (TEAS).

For a paper application, please call the USPTO at
(800) 786 9199 to obtain a printed form and mail it
to:

The Commissioner for Trademarks. PO. Box 1451, Al-
exandria, VA 22313-1451, USA.

The USPTO does not accept applications submitted
by fax. An in-depth explanation of how to file a trade
mark application can be found on the Web site of
the USPTO.2Don't forget, you can file for trade mark

2. http://www.uspto.gov/web/offices/tac/doc/basic/appcon-
tent.htm
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registration in the US. through WIPO by using the
Madrid system. For further information, check the
factsheet on international registration procedures.

Costs
U.S. trade mark registration fees are as follows:

Application for registration, per international class
(paper filing) 375 USD.

Application for registration, per international class
(electronic filing, TEAS application) 325 USD.

Filing a Statement of Use under §1(d)(1), per class 100
USD.

Certifying an International application based on sin-
gle application or registration, per class 100 USD.

Certified copy of registered mark, with title and/or
status, expedited local service 30USD.

Recordal application fee 20 USD.

Examination

After you have filed the application, it is forwarded
to an examining attorney, who checks whether your
application is complete and whether there are any
conflicting marks. Following that, your application is
either successful, is accepted with revisions or fails.

If the application is successful it will be published in
the Official Gazette.

If no one opposes the application, or if an opposi-
tion is unsuccessful, either a Certificate of Registra-
tion will be issued for applications based on use, or a
Notice of Allowance will be issued for intent-to-use
applications.

Duration of protection

Trade mark registration is initially valid for 10 years,
but can be renewed for further 10-year periods in-
definitely upon evidence of continued use.

Ownership of the right

Under normal circumstances, the creator of the trade-
mark is the owner. If, however, the original creator of
the trade mark has done this work in the context of
his/her employment, the employer owns the mark,
unless otherwise specified in the contract. It is also
possible to transfer the trade mark to a third party,
but you need to state this in the contract. Thus, any
person ‘“claiming to be the proprietor” of the trade
mark “used” or “intended for use” can apply for the
registration of the trade mark.

Good to know

In the U.S. trade marks can last indefinitely if the
owner continues to use the mark and files all nec-
essary documentation at the appropriate time. The
rationale for US. trade mark law is strongly based on
commercial use. This means that even if you have not
filed for trade mark protection but can illustrate that
you have been using your trade mark to do business,
you enjoy trade mark protection. This may be seen as
an advantage for IP owners having missed out on fil-
ing adequately for trade mark protection in the U.S.

Protection under patent law, including
utility patents

Applicable Laws

The main applicable laws are title 35, United States
Code, as well as the American Inventors Protection
Act and public law 106-113.

What can and cannot be protected?

Any invention that is new and useful, be it a process,
a machine, a manufactured good or a composition
of matter, as well as any new or useful improvement
to an existing technology qualifies for patent protec-
tion. Processes can also qualify for patent protection.
You can't patent an idea or a suggestion.

Formalities

USPTO offers both electronic and paper-based filing.
For electronic filing it recommends using the EFS-
Web System. The inventors Assistance Center pro-
vides support to inventors.



It can be reached at 800-PTO-9199, (800-786-9199) or
001 571-272-1000.2

If you want to file a utility patent, the USPTO re-
quires that, just like with other patent applications,
it be filed in English or accompanied by an official
translation into English. An application must include:

Utility Patent Application Transmittal form,

Fee Transmittal Form and Appropriate Fees,

Application Data Sheet,

Specifications (with at least one claim),

Drawings (when necessary),

Executed oath or declaration,

Nucleotice and/or Amino Acid Sequence Listing

(when necessary).

Costs

Fees vary, according to application.
Basic filing fee: 300 USD.-

Search fee: 100-540 USD.
Examination fee: 140-220 USD.
Post Allowance Fee: 300-1,510 USD.
General fees: 10-50 USD.
Draftman’s fees: 100-400 USD.

Costs for filing a utility patent can range from 4,500-
12,000 USD or more.

Examination

An examiner reviews the application and performs
a patentability search based on the claims of your
application. Following that, your application gets
accepted, accepted with a request to make certain
amendments or refused. Inventors are advised to
keep their invention secret and sign and date the
notes. It is to the patent applicant’s advantage to file
an application as quickly as possible. Important to
note: if you have previously published or sold your
invention, the patent application will be void.

Duration of protection

Patent protection lasts 20 years, but don't forget to
pay your annual renewal fees.

3.http://www.uspto.gov/web/offices/pac/dapp/pacmain.
html
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Ownership of the right

The patent belongs to the inventor of the invention
of the patent. The owner has the right to license the
patent or transfer the ownership of the patent to a
third party.

Good to know

The US. patent system is a “first to invent” system
and not a “first to file” system. Patent litigation in
the US. can be very expensive and it may be advis-
able to settle potential disputes through alternative
dispute resolution mechanisms. The USPTO publishes
the patent application eighteen months after the
filing date and in doing so is compliant with most
other countries. Finally, an inventor who makes se-
cret, commercial use of an invention for more than a
year prior to filing a patent is not eligible for patent
application.

Protection under copyright law
Applicable Laws

Copyright is governed by the Copyright Act.

What can and cannot be protected?

Copyright law includes literary, musical, dramatic,
choreographic, pictorial, graphic, sculptural, audio-
visual, derivative and architectural works, as well as
sound recordings, and compilations. The U.S. does
not recognise any “natural rights” of the author,
thus the idea of "moral rights” of the author is only
expressed in a very indirect way in U.S. copyright
law. Furthermore, there are 5 basic rights protected
by copyright in the US.: the right to make copies of
your work; the right to prepare derivatives that are
based on the original work that enjoys copyright pro-
tection; the right to sell, license or distribute copies
of your work in the market; the right to perform your
work in public; and the right to make your work pub-
licly available.

Work that has not been fixed in any tangible form
and ideas cannot be protected. This means that you
must put your work on paper, photograph it, tape it
or film it. If you can't demonstrate that your design
has been fixed in some material way, you can't claim
protection under copyright law.
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Formalities for copyright registration

Copyright registration is voluntary. From the moment
you put your work on paper, you enjoy copyright
protection. However, it is possible to register your
copyright in the US., which will give you a stronger
position in case of litigation.

The formalities for voluntary copyright registration
are as follows: you need to sign your application, add
a title, provide your contact details, and give a brief
description of what you want protected by copy-
right. Should you apply for copyright protection in a
language other than English, you need to accompany
your application by a validated translation.

Costs

The copyright office charges 35 USD for an online
registration and 45 USD for a paper registration. The
U.S. provides fee reductions for SMEs as well as Small
Business  Innovation Research  Grants.*This covers
your application for one work and includes the cost
of an acknowledgement by the copyright office, as
well as registration in its records.

Examination

Following your application, the register will study
your application to determine whether it can be pro-
tected by copyright law. If the register determines
that it can be and that all the formal requirements
have been met, you will receive a certificate of reg-
istration. This certificate contains all the information
you provided in the application. Should the regis-
trar determine that copyright protection cannot be
granted, you will receive a letter saying that.

Duration of protection

Depending on whether you are the author of the
work or whether the subject matter of protection
was work for hire, you enjoy protection either for 70
years after your death, for 120 years after the crea-
tion of the work or for 95 years after publication,
whichever is shorter.

4.U.S. Small Business Administration. Grants Overview
http://www.sba.gov/hotlist/sbir.html

Ownership of the right

Under normal circumstances, the author is the owner
of the work. If, however, the original creator of the
work made the work in the context of his/her em-
ployment, the employer owns the work. However, it
is possible to transfer the copyright to the employee.
It is therefore very important to clarify the ownership
of copyright in the employment contract. It is also
possible to transfer the copyright to a third party, but
you need to state this in the contract.

Good to know

In the US., like in most other jurisdictions, copyright
is a self-executing right, thus there is no need for for-
mal registration. In spite of this, the US. offers copy-
right registration.

What to do if | am copied

The US. recognises that counterfeiting is a serious
problem, and the USPTO has set up a hotline to help
IP owners protect their rights. Called STOP! - The
Strategy Targeting Organized Piracy - aims to com-
bat organised crime and imitation. It provides IP
owners one-stop-shop services to protect them from
counterfeiting in the U.S., as well as abroad. The con-
tact number is 1-800-786-9199 or 1-866-999-HALT. °

Under U.S. copyright law, a claim of infringement is
justified if it concerns protected work, if the defend-
ant copied the protected work, and if the defendant’s
copying of the protected work was an infringement.
To a certain extent, however, copying is permissible.
This is expressed in the “fair use” clause, which states
that “reasonable” quoting is permissible. The dis-
tinction between “fair use” and infringement is not
easily determined since there is no specific number
of words, lines, or notes that may be used without
permission.

Be carefull Even if you acknowledge the source of
the copyrighted material, you need to obtain the
permission of the copyright owner.

All infringement claims against the US. that did not
arise in a foreign country must be filed with the U.S.
Court of Federal Claims within 3 years of the infring-
ing action. There is no “IP police” Thus, if the owner

5.Further online information at www.uspto.gov/main/pro-
files/stopfakes.htm



does not take action against the infringer, the U.S. will
not automatically pursue action against the infring-
er. Therefore, IP owners must file a lawsuit in federal
court to pursue their own remedies. Monetary com-
pensation in the US. can be very high, as can attorney
fees. The US. jurisdiction also provides for criminal
penalties. In the case of copyright infringement, for
example, it foresees a maximum of 1 million USD and
imprisonment of 10 years. In the case of trademark
infringement a lawsuit can be brought for infringe-
ment of either registered or common law trademark
rights, if the issue could not be resolved through me-
diation. Remedies include injunctive relief to prohibit
future infringement, the impoundment and destruc-
tion of goods bearing infringing trademarks, an in-
fringer’s profits, the trademark owner’s actual dam-
ages and court costs. Attorney’s fees may be awarded
in exceptional cases. Where the infringement in-
volves the use of a “counterfeit” or virtual duplicate
of a registered mark, statutory damages of up to USD
1,000,000 may be awarded along with the imposi-
tion of an award of reasonable attorney’s fees un-
less the infringer proves extenuating circumstances.

Right holders can take various legal, technological,
and business strategic steps to prevent or at least
minimise  counterfeiting. Once counterfeiting has
become a problem for your company, consult with
counsel regarding strategies to confront the issue.
Depending upon the territory involved, you may be
able to conduct raids, work with customs agents to
prevent import or export of the counterfeit goods,
or file civil and/or criminal actions against the per-
petrator.

Protection of your creation by other
means

The fixation of a work in any tangible form automat-
ically enjoys copyright protection. There is no need to
use the © symbol to protect your right, provided that
it was created before 1976. Foreign nationals enjoy
the same copyright protection in the US. as U.S. citi-
zens. Furthermore the U.S. enjoys good copyright re-
lations with a variety of countries.®

If the copyright owner’s country of origin has signed
a bilateral agreement of mutual recognition, the
work is automatically protected in the U.S. Equally,

6.United States Copyright Office: Circular 38a: Internation-
al copyright Relations of the United States for the status
of specific countries, www. Copyright.gov/help/gaqg/fag-
who.html
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there is no need to register the trade mark in the
U.S. The rights to the mark are established “based
on legitimate use of the mark” Likewise the symbol
“TM” for trade mark and “SM” for service mark may
be used regardless of whether or not you have filed
a registration with the U.. Patent and Trademark
Office. This does not, however, hold for the federal
registration symbol “®"”

Action at customs

The United States Immigration and Customs En-
forcement (ICE) agency seeks to play a leading role
in detecting counterfeit products. In doing so, it
collaborates with the National Intellectual Property
Rights Coordination Center (IPR Center), the ICE Cy-
ber Crimes Center and the entire network of U.S. em-
bassies. The National IPR center is composed of staff
from U.S. Customs and Border Protection, as well as
the FBI.

If you want to ensure that the ICE can detect poten-
tial counterfeit products, it is best to send a copy of
your intellectual property registration to the agency.
The list of your IP-protected products is then sent
to all US. customs agents, who are responsible for
screening all imported goods. Should allegedly coun-
terfeited goods be seized at customs and the import-
er is unable to show that it is the rightful intellectual
property owner, the goods are seized by customs.

To ensure that ICE can seize alleged counterfeit prod-
ucts, you can contact them directly and inform them
that you have reason to believe that counterfeit
products are about to be imported to the U.S.

U.S. Immigration and Customs Enforcement
National Intellectual Property Rights

500 12th Street SW

Washington, DC 20024

Phone: 1-866-IPR-2060, or 1-866-477-2060
Fax: (202) 307-2127

You can also contact ICE if you need assistance or
help or any further information regarding action
taken by customs against counterfeiting. Customs
can then detect the goods and seize counterfeits if
they find them.

7.USPTO:  Trademarks: Basic Facts: Should | register my
Mark? www.uspto.gov/web/offices/tac/doc/basic/register.
htm
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In Europe, intellectual property rights (IPR) were
originally considered a prerogative of Member States
(protection limited to the national territory). Fortu-
nately, the European Union has harmonised legisla-
tion and created community IPR legislation in some
areas. Nowadays, companies have two options:

Protecting their IPR at the national or regional
level (with or without registration) with national/
regional procedures and limits under similar rules,
and/or

Protecting their IPR at the EU level with EU limits
but a unique procedure.

EU Protection of a creation without
formalities

If your creation is a design/logo/model, you have two
options:
Protection via national copyrights: as there is no
EU copyright protection, please refer to the spe-
cific national fiches to know if this is possible for
your creation.
Protection via the unregistered Community de-
sign protection (UCD)

The Unregistered Community Design
(UCD)

Applicable law:

Council Regulation (EC) No. 6/2002 of 12/12/2001 on
Community designs

What can be protected?

It can be the outward appearance of a product or
part of it, resulting from the lines, contours, colours,
shape, texture, materials and/or its ornamentation. It
can be synonymous with the branding and image of
a company. A product can be any industrial or handi-

craft item including packaging, graphic symbols and
typefaces. It only covers the appearance of a prod-
uct. A UCD needs to be “new” and have “individual
character”.

Formalities:

None; applicable from the date of disclosure of de-
signs to the public within the EU. This disclosure im-
plies that those working in the same sector and oper-
ating within the EU could reasonably be considered
to be aware of the design. This may occur through
designs going on sale or through prior marketing or
publicity. As long as you can prove the date of disclo-
sure of your creation within the EU, you have protec-
tion against copying (but no other rights).

Costs:

None, apart from possible external services for disclo-
sure (lawyer, brochures, publications...etc.).

Duration of protection:

The relevant designs will be protected for three
years. Until the end of the first year after disclosure
you have the option to register your UCD (still new)
at the EU or national level if it seems to have an in-
teresting commercial value for your company. If not,
you can use it for three years and still benefit from
copyright protection in some countries (check each
country). After the first year, your design cannot be
registered at the EU or national level.

Ownership of the right:

The right to Registered (RCD) or unregistered com-
munity design belongs to the designer or his/her
successor in title. If two or more persons have devel-
oped a design, the right to the Community Design



shall vest with them jointly. However, if an employee
develops a design in the course of his/her duties or
following instructions given by his/her employer, the
right to the RCD/UCD shall vest with the employer,
unless otherwise agreed upon or otherwise specified
under national law. An RCD/UCD may be licensed for
the whole or part of the Community. A license may
be exclusive or non-exclusive.

Rights conferred The UCD confers the exclusive right
to use but provides a weaker form of protection than
the RCD: protection against copy infringements only
(bad faith or slavish copies).

The rights conferred by the UCD do not extend to
acts done privately and for non-commercial purpos-
es, to acts done for experimental purposes, and to
acts of reproduction for teaching purposes.

What to do if | am copied?

Before starting legal proceedings, it may be useful to
send a letter of summons to the infringer to ask him
to stop infringing and demanding some damages
(which may lead to the end of the infringement).
If not, since Member States must designate one or
more Community design courts of first and second in-
stance that are responsible for infringement actions,
the competent court is the national court in which
the defendant is domiciled or has an establishment
or where the right was registered. These courts have
an exclusive jurisdiction for the following actions:
infringement actions or threatened infringement of
Community designs; actions for a declaration of in-
validity of an unregistered Community design; and
counterclaims for a declaration of invalidity of a
registered Community design. In all cases, the judge-
ment is valid and may be enforced in all of the Mem-
ber States of the European Union.

The enforcement of Community Design rights
through criminal provisions may depend on the na-
tional law of the individual EU member states.

Good to know

- The date of disclosure must be established when-
ever necessary, for example: photo of the design
during a public event; copy of a publication with
the photo of your design (with a date); publica-
tion on the Web site (with a certain date); official
letter from a lawyer during a public event,...etc..
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Bearing in mind this need for evidence, some
contracts might need to be adapted to avoid any
disclosure of designs without the consent of the
design holder.

Your UCD must first be disclosed within the EU ter-
ritory to benefit from UCD protection

Your UCD does not protect you against copying
outside Europe

Your UCD may be lost if your counterpart can
prove a date of creation earlier than your date of
disclosure. Then contracts with potential clients to
whom you intend to show your design before any
disclosure might need to be drafted.

Your UCD is lost if a jurisdiction considers it is not
new/has no individual character.

Your UCD protection may be entirely acceptable
for a short-term design portfolio. The RCD, on the
other hand, provides more certain, broader and
longer protection.

It is possible to cumulate the protection under de-
signs and copyright legislations in some countries.

EU protection of a creation with
formalities

The Registered Community Design
(RCD)

Applicable laws:

Council Regulation (EC) No. 6/2002 of 12/12/2001 on
Community designs

What can be protected?

Same rules as for the UCD.

Formalities:

Automatic protection, without examination of the
merits, provided the design is new and possesses an
individual character; possibility to protect, through a
single deposit, up to 100 designs belonging to the
same sub-category.

An application may be submitted to the OHIM (Of-
fice for Harmonization in the Internal Market in Ali-
cante), national patent offices (NPO) or the Benelux
Office. In all cases, the application is transmitted to
the OHIM, which conducts a formal examination and,
if applicable, grants the Community design by enter-
ing it in the Community Design Register. The entry is
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then published by the OHIM in a bulletin open to the
public. The applicant may request that publication be
deferred for a period of 30 months from the date of
filing to protect sensitive information.

Costs:

The fees for a Community design are very low and
particularly attractive when compared to the cu-
mulative costs of national registration in all the EU
Member States.

Object of the 2_.1 o 11 or more
€ designs/ : :
fee : designs/design
design

Registration 230
publication 120
Deferme:nt of 40 2 10
publication

Examination:

The OHIM encourages the electronic filing of design
applications using a format similar to that for the
Community Trademark applications. Shortly after fil-
ing, each application is examined on its compliance
with the definition of a “design” and whether it is
contrary to public policy or morality. There will be
no novelty examination. If there are no deficiencies
or objections, an application proceeds rapidly to reg-
istration and publication, probably within less than
three months from the filing date. There is no publi-
cation of designs in a paper bulletin. Publication will
be done electronically on the OHIM Web site and on
CD-ROM:s.

Duration of protection:

An RCD is valid for five years from the date the appli-
cation is filed. It can be renewed up to four times, for
five years each time, giving a total period of protec-
tion of 25 years. How to renew: You can either renew
an RCD yourself or ask a representative to do it. The
application can be submitted either via OHIM's e-re-
newal system or by filing a paper form. If you are fil-
ing via e-renewal or the paper form, you can indicate
whether you wish to renew all the designs covered
by a multiple registration or only some designs.

Ownership of the right:

The right to an RCD or UCD belongs to the designer
or his or her successor in title. If two or more persons
have developed a design, the right to the Community
Design shall belong to them jointly. However, if an
employee develops a design in the course of his/her
duties or according to instructions given by his/her
employer, the right to the RCD/UCD shall belong to
the employer, unless otherwise agreed or otherwise
specified under national law. An RCD/UCD may be li-
censed for the whole or part of the Community. A
license may be exclusive or non-exclusive.

Rights conferred:

The RCD confers on its holder the exclusive right to
use it and to prevent any third party not having his
consent from making, offering, putting on the mar-
ket or using a product in which the design is incor-
porated, or even from importing, exporting or stock-
ing such a product for those purposes. The RCD can
be enforced against a design that is a copy but also
against a design that has been created independ-
ently, without copying (protection against imitations
even if the imitator claims it acted in good faith). The
rights conferred by the RCD do not extend to acts
done privately and for non-commercial purposes, to
acts done for experimental purposes, or to acts of re-
production for teaching purposes.

What to do if | am copied?:

Same advice as for the UCD.

Good to know:

Your RCD must first be disclosed within the EU ter-
ritory to benefit from RCD protection

- Your RCD does not protect you against copying
outside Europe
Your RCD may be lost if your counterpart can
prove a date of creation prior to your date of reg-
istration.
Your RCD is lost if a jurisdiction considers it is not
new/has no individual character
It is possible to accumulate protection for designs,
unfair competition and copyright legislations (in
some countries).



Specific recommendations:

If a company launches a new product and has a new
name/logo that is to be sold in Europe and fears the
counterfeiting of this product, it is advisable to ap-
ply for a Community Design and a Community Trade
Mark. The advantage of the Community Design is
that there is no opposition phase. Also, the costs for
the Community Design compared to the Community
Trade Mark are very low.

The Community Trade mark (CTM)
Applicable law:

Directive 89/104/EEC of 21/12/1988, to approximate
the laws of the Member States relating to trade
marks, harmonized rules of national legislations and
defined signs that may be registered as trade marks;
Council Regulation (EC) No. 40/94 of 20/12/1993 cre-
ated, in parallel with the national trade marks, the
CTMR.

What can be protected?:

Broad definition of what can be registered as a CTM:
slogans, sounds, smells and gestures. Goods and/or
services (NICE classification) can be registered. Regis-
tration may also take the form of a collective trade
mark to guarantee the origin, nature and quality of
goods and services by making them distinguishable
(beneficial to members of the association or body
owning the trade mark).

Formalities:

Advantage of a sole procedure resulting in a trade
mark having effect in the 27 EU countries. It is neces-
sary to apply either directly to the Community Trade
Mark Office (OHIM) or via a national trademark of-
fice of an EU member state, which will forward it to
OHIM.

An application for a CTM should include information
about the applicant, a representation of the mark
and a list of the goods/services for which registra-
tion is sought. The identification of goods is the key
feature. The CTM application must be filed in any of
the 22 languages of the EU (the “first language”).
In addition, a second language that is one of the 5
languages of the OHIM (ES, GE, EN, FR, IT) must be
indicated.
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Once examination for absolute grounds' is complet-
ed, the CTMR is sent to the various countries for a
search (in addition to a search by OHIM on CTMR).

The CTM is then published in the Gazette of the
OHIM. If there are no objections from third parties,
it is registered.

Barring any impediments to registration, the regis-
tration process takes approximately 12 to 18 months.
Trade mark owners can expedite the process by up
to six weeks by paying the final registration fees as
soon as the notification requesting them is received.

A legal person that has its place of business or a real
and effective establishment in the Community may
file an application directly through its legal repre-
sentative. An employee is also entitled to file an ap-
plication on behalf of the company to which he/she
is attached with an authorisation signed by the legal
representative. The employee of a subsidiary com-
pany can be classified as an employee of the parent
company.

Costs:

Per class after 3
Classic application 900 150
Electronic application 750 150
Registration 850 150

Fees must be paid in euros. The basic application fee
must be paid within a month of the date of submis-
sion of the application for the receipt date to be the
filing date.

Duration of protection:

10 years from the date the application is filed. Reg-
istration may be renewed for further periods of 10
years. The request for renewal shall be submitted
within a period of six months ending on the last day
of the month in which protection ends. The fees shall
also be paid within this period. Renewal shall take ef-
fect the day following the date on which the existing
registration expires and shall be registered. After the
Community trade mark has been registered, a period
of five years begins. After this period, or any other

1. Absolute grounds for refusal: reasons for refusing regis-
tration rooted in the nature of the mark itself, where it is
descriptive, functional or objectionable. Ex: Signs which
are devoid of any distinctive character or which are con-
trary to public policy or to accepted principles of morality;



European Factsheet

uninterrupted five-year period, a third person may
act for forfeiture if the mark is not used in the EU.

Ownership of the right:

A CTM confers on its proprietor an exclusive right.
The proprietor is entitled to prevent all third par-
ties who do not have his consent from using in the
course of trade the same or similar signs for identical
or related goods and/or services as those protected
by the CTM. A collective Community trade mark may
be owned by several right holders.

What to do if | am copied:

The court that has jurisdiction is the court of the
Member State where the defendant is domiciled
(or has an establishment). Right holders can choose
between suing a civil action and lodging a criminal
complaint.

Civil action:

Relief that can be obtained: Damages: Based on es-
timated lost profits/lost sales/loss of goodwill, etc,;
rendition of accounts of profits earned from sales of
infringing goods; delivery of infringing goods. Fac-
tors that strengthen your civil suit: trade mark and/
or copyright registration; reputation and goodwill
of the trade mark which show that it has become
source identifier for your goods, eg. sales figures,
ads, invoices, length of use, record of enforcement,
the stronger the trade mark, the broader the protec-
tion; evidence of misuse by the infringer. The CTMR
national courts have exclusive jurisdiction in cases
ofiilnfringement against CTMR; threatened infringe-
ment; declaration of non-infringement;  counter-
claims for revocation.

Any rulings by one of these Courts have effect in the
entire territory of the EU.

Criminal action:

May be sufficient to “clean the market” For cog-
nizable offences, there are two options: a criminal
complaint with the police for arrest and seizure or
a criminal complaint before the district court for sei-
zure. For_non-cognizable offences, there are two op-
tions: a criminal complaint before the district court
for a search and seizure warrant against infringing

parties or a criminal complaint before the district
court for a search and seizure warrant against un-
known persons. The advantages of a criminal proce-
dure: immediate deterrent effect, lots of publicity,
may lead to arrest, may lead to conviction, less ex-
pensive. Its disadvantages: can't settle, state case, no
control, no permanent injunction, no damages, etc.

Good to know:

Advantages of a CTM: cost-effective protection
throughout the EU; consolidation of registration in
each Member State, simplified while retaining na-
tional seniorities. Use in one Member State is suf-
ficient to defeat a non-use attack. OHIM will notify
CTM proprietors of any later conflicting applications.
It is not necessary to base a CTM application on a na-
tional registration or application. It is possible to con-
vert a CTM into national applications in the event of a
rejection. The payment of fees is split between appli-
cation and registration. Disadvantages of a CTM: If a
CTM application is rejected in any of the EU member
states the entire application fails. The unitary nature
of the system means the CTM cannot be assigned
or transferred in only part of the EU. Since the only
way to deal with prior conflicting rights before reg-
istration is through opposition, a large proportion of
CTM applications have been opposed. However, most
opposition appears to have been settled by agree-
ment. The registration process can be lengthy (18-24
months) and even longer if a dispute arises.

- It is possible to cumulate the protection under
trade mark, unfair competition, and copyright leg-
islations in some countries.

The European Patent
Applicable law:

In the EU, patent protection is currently provided by
two systems, neither of which is based on a Commu-
nity legal instrument: the national patent systems
and the European patent system. The national pat-
ent system has undergone de facto harmonisation
with the signing of several international conventions,
including the Convention on the Grant of European
Patents (the Munich Convention) on 05/10/1973 to
which all EU Member States have acceded. It provides
a single procedure for the granting of European pat-
ents, establishes the European Patent Office (EPO) to
grant patents, which then become national patents
subject to national rules. At present, 31 countries are



members of the European Patent Organisation. Al-
though the Munich Convention creates a single sys-
tem for granting patents, there is still no Community
patent.

What can be protected?

Patents are granted only for inventions that are new,
involve an inventive step and are industrially applica-
ble. One way of checking whether or not your prod-
uct or idea has already been invented and patented
by somebody else is to consult esp@cenet, the EPO’s
free online database. For more information go to
Patents and utility models, page 14 of this Guide.

Formalities:

Applications can be filed with the EPO in any lan-
guage. However, the official languages of the EPO
are English, French and German. If the application
is not filed in one of these languages, a translation
must be submitted. Although the services of a pro-
fessional representative are mandatory only for ap-
plicants residing outside Europe, the EPO advises
all applicants to seek legal advice. A request for the
granting of a European patent must be filed on the
form prescribed by the European Patent Office (Form
1001).

Examination:

It takes about three to five years from the date the

application is filed for a patent to be granted. There
are two main stages: examination of formalities and
preparation of a search report. There is also a sub-
stantive examination in which the EPO, at the ap-
plicant’s request, investigates whether the invention
meets all the requirements.

Costs:

A large part of the cost of obtaining European pat-
ent protection in several European countries is in-
curred after the European patent is granted. For each
country in which validation of the European patent
is required, a translation needs to be filed into the
national language of that state, with few exceptions.
Since there are 22 languages in European Member
States, this can represent a considerable cost if pro-
tection across Europe is required.
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Duration of protection:

20 years as from the application date; 20 years from
the International filing date for the national phase of
PCT patents; 20 years from the European filing date
for extension applications. The protection fees are
to be paid annually, prior to the expiration of the
year for which the protection fees have been paid or
three months after the expiration date with a 25%
fine or three to nine months after the expiration of
the protection period at the latest with a 50% fine.

Ownership of the right:

Almost all attributes of a European patent, i.e. own-
ership, validity, and infringement, are determined
independently under national laws.

What to do if | am copied?

Refer to the national fiches.

Specific recommendations:

Inventions can be protected either as a patent or a
utility model. One of the fundamental differences is
that patents have to do with audited property rights,
whereas utility model rights are not audited. It is
therefore easier, faster and less expensive to obtain
utility model rights. The duration of a patent is usu-
ally 20 years, while utility model lasts 10 years. In Eu-
rope, utility models are available in Austria, France,
Germany and Spain (non-exhaustive list).

How do | defend my creation at
customs?

Applicable law:

Council Regulation (EC) No. 1383/2003 of 22/07/2003
concerning customs action against goods suspected
of infringing certain IPR and the measures to be tak-
en against those goods sets out the conditions under
which the customs authorities may intervene in cases
where goods are suspected of infringing IPR.

Scope of regulation:

The regulation defines ‘“counterfeit goods” as:

goods, including packaging, bearing without au-
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thorisation a trade mark identical to the trade mark
validly registered for the same type of goods, or
which cannot be distinguished in its essential aspects
from such a trade mark and which thereby infringes
the trade mark holder’s rights under Community law
and/or the national law in the country where the ap-
plication for customs action is made. “Pirated goods”
are “goods which are or contain copies made with-
out the consent of the holder of a copyright or re-
lated right or design right”.

The regulation applies to any kind of IPR and any
kind of customs regime (import, export, transit, tran-
shipment) regarding traffic with third countries (not
within the EU).

Procedure:

The system allows customs authorities, on their own
initiative or upon request, to retain goods suspected
of infringing certain IPR. Goods found to be infring-
ing an IPR will be destroyed or disposed of outside
commercial channels. To submit an application for
action, the right holder must meet two conditions:
provide a sufficiently accurate description to make
identification possible and prove that the applicant
is the holder of the right. The application may be na-
tional or European (community right/community ap-
plication). All information on the IPR shall be trans-
lated into all national languages in this case. In each
case, the application is accompanied by a declaration
from the right holder accepting liability and the pay-
ment of all costs (storage; destruction...etc.).

Duration:

Customs authorities have no more than 30 working
days to give their decision. If accepted, the interven-
tion is valid for at least a year (or more depending
on country and IPR concerned). The application for
an action allows a period of 10 days (to be extended
once upon request) to refer the matter to the com-
petent authority and to obtain all the necessary in-
formation concerning the name and address of the
declarant and, as the case may be, of the addressee.
During this period, the right holder can also inspect
the goods and receive samples.

A simplified procedure:

This allows goods to be abandoned for destruction
without the need to determine whether IPR has

been infringed. It exists under several conditions: the
written confirmation of the right holder within 10
days that the goods infringe its IPR and the written
confirmation or silence of the declarant, consignee
or holder of the suspected goods on the decision to
destroy the goods. The destruction must be carried
out, unless otherwise specified in national legisla-
tion, at the expense and under the responsibility of
the right holder. The simplified procedure is optional
for Member States and its implementation may vary
from one country to another. Currently Bulgaria, Fin-
land, France, Italy and Luxembourg do not apply it.

Good to know:

This application is free of charge and the control
made has no link with any other customs control
departments/information. However, several difficul-
ties exist, like costs for the translation of the applica-
tion forms into all languages of EU customs; for the
mandatory representative of the company in each
and every EU Member State; for storage and destruc-
tion of the infringing goods, added to the costs for
the judicial procedure, which very often cannot be
charged to any infringer on EU territory; coupled
with the difficulties of making customs aware of the
possible piracy of more than 5,000 new designs (per
season and per right holder), especially for designs
with short-term value.

Conclusion:

This customs procedure is useful for trade marks and
also other Intellectual Property Rights. However, for
designs, it is useful only if your designs have a sig-
nificant commercial value and/or if you can provide
specific information to customs to target the appro-
priate shipment/infringement.

How do | enforce my rights in Europe?
Applicable law:

Directive 2004/48/EC of 29/08/2004 on the enforce-
ment of intellectual property rights.

Scope of the Regulation: It requires all Member
States to apply effective, dissuasive and proportion-
ate remedies and penalties against those engaged in
counterfeiting and piracy. It applies to all infringe-
ments of IP rights under Community and national
law. It applies to enforcement of intellectual prop-



erty rights, which include industrial property rights.
It covers solutions available in the civil courts, but not
criminal offenses.

Content:

It brings national legislation across the EU on civil
sanctions and solutions closer into line with ‘best
practices. It includes procedures covering evidence
and the protection of evidence and provisional meas-
ures, such as injunctions and seizures. Solutions in-
clude the destruction, recall or permanent removal
from the market of illegal goods, as well as financial
compensation, injunctions and damages. There will
be a right of information allowing judges to order
certain persons to reveal the names and addresses
of those involved in distributing the illegal goods or
services, along with details of the quantities and pric-
es involved. It also signals to Member States certain
measures (such as the publication of judicial decisions
and the development of professional codes of con-
duct) that contribute to the fight against infringe-
ments.

Good to know:

This directive has been implemented into national
laws. Even though its measures are intended for acts
carried out on a commercial scale, the Member States
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may also apply these measures to non-commercial
acts. Therefore, its implementation may vary from
one country to another.

Main contacts at the EU level

OHIM: Office for Harmonization in the Internal Mar-
ket- Avenida de Europa, 4 - E-03008 Alicante-Spain-
Phone: + 34 96 513 9100 from 8.30 to 18.30 : www.
oami.europa.eu

EPO: European Patent Office: 80298 Munich-Germa-
ny. Centralised EPO Customer Services: + 49 89 2399-
4636. www.epo.org

CUSTOMS AUTHORITIES: please visit the EU website:
http://ec.europa.eu/taxation_customs/customs/cus-
toms_controls/counterfeit_piracy/right_holders/in-
dex_en.html

EURATEX: European Organisation of Apparel and
Textile - 24 rue Montoyer B-1000 Brussels- Phone: +
32 2 285 48 93 - Website: www.euratex.eu

For information from the EU Commission, please visit:
http://ec.europa.eu/internal_market/indprop/index_
en.htm
http://ec.europa.eu/trade/issues/sectoral/intell_prop-
erty/index_en.htm
http://ec.europa.eu/enterprise/sme/support_en.htm
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What is the added value of
international IP registration?

The overall increase in international trade and foreign
direct investment has led to the need for an apt legal
structure to protect intellectual property internation-
ally in an easy, uncomplicated and cost-effective way.
The following “one-stop-shops” or trade facilitators,

the Hague System for the International Registra-
tion of Industrial Designs (“Hague”),

the Madrid System for the International Registra-
tion of Trademarks (“Madrid”), and

the Patent Cooperation Treaty for the Internation-
al Registration of Patents (“PCT"),

all of which are administered by the World Intellec-
tual Property Organization, allow firms, regardless of
size and background, to adequately protect their IP
in @ number of designated countries in a very cost-
and time-efficient way.

“Hague’, “Madrid” and the “PCT” are based on a
similar idea. Consider the following case: a London-
based footwear SME wants to expand its business
into 15 countries worldwide. How can it ensure pro-
tection for the special technology (patent) associated
with its shoe, the specific design of the shoe and the
brand (the trade mark)? Without “Hague’, “Madrid”
and the “PCT", the SME would have to hire lawyers
in all 15 countries to file for IP protection in the re-
spective national languages with the respective na-
tional IP offices. Can you imagine how much time
that would take, how complicated it would be and
how much it would cost? If our shoe manufacturer
took this approach, it would probably never be able
to afford international expansion and might go out
of business before even starting to think about go-
ing global. If, however, the company uses “Hague’,
“Madrid” and/or the “PCT" it will be able to protect
its IP relatively quickly, at a relatively low cost, and
may not even need a lawyer. Thus, the main value of
these systems is to simplify filing and renewal proce-
dures by offering a single entry point to many differ-

ent jurisdictions in one language with a single set of
fees in single currency, while also guaranteeing pro-
tection in many different countries.

International design registration
Applicable laws:

International design registration is governed by the
Hague System for the International Registration of
Industrial Designs. This consists of the Hague Agree-
ment (1925), revised at London (1934) and at The
Hague (1960)2 (supplemented by the Additional Act
of Monaco (1961), the Complementary Act of Stock-
holm (1967), and the Protocol of Geneva (1975) and
amended in 1979 and the Geneva Act (1999).

Who can file protection and in which
country?

The following criteria need to be met to obtain inter-
national design protection:

The applicant must:
Be a national of a country that is party to the trea-
ty, thus a member state to the treaty or an interna-
tional organisation adhering to the treaty;
Have a domicile in the territory of a contracting
country;
Have a real or effective industrial or commercial
establishment or habitual residence in the terri-
tory of a contracting country.

Protection can only be obtained in those countries
that are party to the relevant treaties. For the time
being, there are 56 contracting parties to the ‘Hague
Agreement! The European Community is a member
of the Hague Agreement and the Geneva Act, but
not of the London, Hague and Stockholm Act. Indi-
vidual members of the European Union have chosen
to be members of the Hague Agreement, as well as
the various treaties amending the Agreement. The



list of contracting parties for designs can be down-
loaded at: http://www.wipo.int/hague.

Formalities:

An application is usually filed through the National
Patent Office, though in some circumstances it is also
possible to file directly with WIPO. The necessary
electronic documents can be downloaded from the
following Web site, http://www.wipo.int.treaties.

This document contains the necessary explanatory
notes to file an application.

No national application or registration is required for
design protection. Up to 100 designs can be included
in the same application, provided that they are all of
the same class (according to the Locarno classifica-
tion).

Costs:

The applicant pays a basic fee, a publication fee and
either a standard fee or an individual fee for each
designated party.

An in-depth overview of fees can be found in a docu-
ment that can be freely downloaded on the WIPO
Web site.!

For example, registering one industrial design, with
10 reproductions, a description of 300 words in 10
different markets out of Spain costs 2,797 Swiss
francs or 1,850 euros.

Examination:

International filing can be done directly through
WIPO, i.e. through electronic filing. For design pro-
tection, examination procedures usually take 6 to 12
months. The applicant may request that the publica-
tion of the designs be deferred for a maximum of 30
months from the filing date.

Duration of protection:

Design protection is granted for 5 years initially but
can be extended by an additional 5 years, up to the

1. http://www.wipo.int/hague/en/fees/sched.htm
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total length of design protection allowed in the des-
ignated country. For renewal, it is necessary to fill out
form “DM/35", available on WIPO's Web site.?

International trade mark registration
Applicable law:

International trade mark registration is governed by

the Madrid Agreement Concerning the International
Registration of Marks and the Protocol Relating to
the Madrid Agreement.

Who can file protection and in which
country?

The following criteria need to be met to obtain inter-
national trade mark protection.

The applicant must:
Be a national of a country that is party to the trea-
ty, and thus a member state to the treaty or an
international organisation adhering to the treaty;
Have a domicile in the territory of a contracting
country;
Have a real or effective industrial or commercial
establishment or habitual residence in the terri-
tory of a contracting country.

Protection can only be obtained in those countries
that are party to the relevant treaties. Currently,
there are 72 contracting parties to the Madrid Proto-
col and 57 contracting parties to the Madrid Agree-
ment. The European Community is a member of the
Madrid Protocol, but not the Agreement. Individual
members of the European Union have chosen to be
either a Member of the Protocol, the Agreement or
both. The list of contracting parties can be down-
loaded on WIPO's Web site, http://www.wipo.int/
treaties.?

Because the number of contracting parties is limit-
ed, a trade mark owner cannot rely on the system
in some parts of the world, including huge parts of
Latin America.

2. http://www.wipo.int/hague/en/forms
3. http://www.wipo.int/treaties/en/documents/pdf/madrid_
marks.pdf
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Formalities:

International trade mark applications can only be
filed through a national patent office and not di-
rectly through WIPO. WIPO's Web site (http://www.
wipo.int/madrid) contains all necessary documents,
as well as explanatory notes relating to trade mark
registration.

WIPO suggests directly contacting its trade mark sec-
tor and filling out the forms, which allows WIPO to
reply via e-mail to your queries.

Sector of Trademarks, Industrial Designs and Geo-
graphical Indications

World Intellectual Property Organization

34, chemin des Colombettes, P.O. Box 18,

1211 Geneva 20, Switzerland

Tel.: (41-22) 3389111

Fax.: (41-22) 740 1429

Costs:

An in-depth overview of fees can be found in a docu-
ment that can be freely downloaded on the WIPO
Web site, http://www.wipo.int/madrid. 4

The applicant pays a basic fee, a designation fee
and a supplementary fee for each class of goods and
services beyond 3 and a complementary fee for the
designation of each contracting party.’ For example,
registering a trade mark in colour, including graphi-
cal designs in 10 different markets, in 10 different
classes with a basic registration in Spain costs 7,412
Swiss francs or 4,904 euro, excluding attorney fees.

Examination:

The examination for international trade mark pro-
tection generally takes maximum 18 months if it is
not denied. When filing for international trade mark
registration, an applicant should be aware during
the examination process that the international mark
depends on the national mark. For the first 5 years,
international registration is completely dependent
on the basic application. This means that during the
first 5 years of the life of the international registra-
tion if the basic application or registration is refused,
withdrawn, cancelled or restricted, in part or in

4. http://www.wipo.int/madrid/en/fees/sched.html
5.The fee calculator can be found at: http://www.wipo.int/
madrid/en/fees

whole, the international registration ceases as well.
However, after 5 years, the international registration
becomes independent of the national registration.®

Duration of protection:

Trade mark protection is granted for 10 years and
may be renewed for an additional 10 years by paying
arenewal fee to WIPO.

International patent registration
Applicable law:

International patent registration is governed by the
Patent Cooperation Treaty.

Who can file protection and in which
country?:

The following criteria need to be met to obtain inter-
national patent protection:

The applicant must:
Be a national of a country that is party to the trea-
ty, thus a member state to the treaty or an interna-
tional organisation adhering to the treaty;
Have a domicile in the territory of a contracting
country;
Have a real or effective industrial or commercial
establishment or habitual residence in the terri-
tory of a contracting country.

Protection can only be obtained in those countries
that are party to the relevant treaties. Currently,
there are 141 contracting parties to the Patent Co-
operation Treaty.” The European Community is not a
member of the PCT, however individual members of
the EC are members of the PCT.

Formalities:

All an applicant needs to know about direct filing
with WIPO can be found on the following Web site:

6.USPTO: The Madrid Protocol: Frequently asked Questions
by US Trademark Owners Seeking International Rights,
p.5 http://www.uspto.gov/web/trademarks/madrid/ma-
dridfags.htm

7.The list of contracting parties can be downloaded at:
http://www.wipo.int/pct/guide/en/gdvol1/annexes/an-
nexa/ax_a.pdf
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WIPO has set up some supports to help with the ap-
plication:

For the “PCT":

PCT Information Service

Telephone: +41 22 338 8338

Fax: +4122 338 8339

E-mail: pct.infoline@wipo.int

Web site: www.wipo.int/pct/en/infoline.htm

To file international patent applications directly with
WIPO, please contact:

PCT Receiving and Processing Section

34, chemin des Colombettes

CH-1211 Geneva 20, Switzerland

Telephone: +41 22 338 9222

Fax: +41 2291006 10

E-mail: ro.ib@wipo.int

Costs:

The applicant pays a basic fee, a designation fee and
a handling fee. An in-depth overview of fees can be
found in a document that can be freely downloaded
on the WIPO Web site.?

Applicants who file electronically may be entitled to
fee reductions. More details about PCT electronic fil-
ing can be found at www.wipo.int/pct-safe/en/.

For example, filing with the Austrian, Spanish and
Finnish patent offices through the PCT costs 13,047
Swiss francs or 8,633 euros if filed electronically and
in under 30 pages. This fee includes examination
fees, handling fees, search fees, transmission and in-
ternational filing fees, plus the e-filing reduction.

Examination:

Once the application has been received by WIPO, it
checks whether all the formal requirements for [P
protection have been met.

Note: WIPO does not undertake any substantive
examination of the application, it only checks that
all the formalities have been met. Furthermore,
the decision of whether or not to grant protection
is up to the applicant’s national patent office, not
to WIPO. This being said, it is rare that a national

8. http://www.wipo.int/pct/en/fees. An overview of a reduc-
tion in fees is available at: http://www.wipo.int/pct/en/
fees/epo_fee_reduction.htm
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patent office rejects an application that has been
filed through WIPO. If no refusal is presented by a
contracting party within the prescribed time limit,
international registration is granted. The time from
filing to registration usually takes 18 to 30 months,
as long as there are no objections. In the context of
a patent application, the PCT also offers an inter-
national search report and allows patent applicants
to “buy time” because an applicant has at least 18
months before it needs to meet the national re-
quirements.

Duration of protection:

Patent protection is granted for 20 years and must be
maintained through the payment of annual fees to
the international bureau of WIPO.

Main take away

The Hague Agreement, the Madrid System and the
PCT have turned international IP protection into an
economical and simple affair by requiring minimal
formalities and expenses. The fact that various lan-
guages are accepted for filing allows a multitude
of market participants to file in their native lan-
guage. Less red tape and a predictable time frame
for trade mark registration have further helped
convince stakeholders to use this system. How-
ever, this being said, it must be stressed that the
geographical coverage of the “Hague”, “Madrid”
and “PCT” system is still limited. Many crucial mar-
kets, such as Argentina, Bolivia, Panama or Cambo-
dia are not covered by “Hague”, “Madrid” or the
“PCT", meaning the system does not provide any
help in these markets.

Action against infringement at the
international level

Any potential litigation will not be dealt with cen-
trally but under the law of the respective country.
This means that there is currently no international
“one-stop-shop” for litigation. In the case of in-
fringement in foreign markets, a right holder has
to deal with the legal context provided in various
different jurisdictions. In this respect, at least, the
TRIPS Agreement provides for minimum enforce-
ment standards that members of the WTO need to
abide by. However, there is no supranational sys-
tem of enforcement.
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If the holder does not want to pursue litigation, it
may opt for mediation and arbitration, also called
“alternative dispute resolution” The advantages of
this approach may be that it is cheaper than litiga-
tion and the holder may keep its trade secrets since it
is a “closed door” procedure. The WIPO Arbitration

and Mediation Centre’ serves as a forum for all forms
of IP disputes. The International Trade Mark Associa-
tion INTA, http://www.inta.org, and the CPR Institute
for Dispute Resolution, http://www.cpradr.org/, offer
a list of neutral mediators, as well as information
on alternative dispute resolutions, in cases involving
trade marks and unfair competition.

9. http://www.wipo.int/amc/en/index.html



Case Studies

Textiles and clothing
Design

The following case study is an example showing that
even if a design is unprotected, you can take action
ifitis copied.

A Spanish textile company was sentenced for copying
an unregistered design, and had to pay an indemnity
of more than 20,000 EUR for damages to the textile
SME that created the original design.

Company A, from Spain, presented a new striped
fabric it created at several trade fairs. Company B,
also from Spain, placed an order for this fabric but
never confirmed it to Company A. Unexpectedly, a
few months later, Company B started manufacturing
garments with the same design. The innovative as-
pect of the design was a key issue in solving this case:
though Company B said striped fabrics are not origi-
nal, Company A was able to demonstrate that their
stripes, as well as the combination of colours, had a
highly creative component which gave them origi-
nality and singularity, so a court in Barcelona agreed
to apply the European norm for unprotected designs.

Company X operates in the clothing sector, and its
design department creates a new collection every
year. Six months after having exhibited its next col-
lection for the first time at a national fashion event,
Company X decided to apply for design registration
for 5 new models. Company X filed its application
through the Portuguese Industrial Property Institute
(INPI) Web site. To benefit from the 12-month grace
period that allows disclosure prior to the application
date, the company indicated its participation in the
national fashion event, the date and place at which
it occurred and presented a document certifying that
the models in question were disclosed at the event. If
the disclosure of their creations had occurred prior to
the 12-month period, these models would no longer
be considered new and, therefore, wouldn't be eligi-
ble for registered design protection.
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The following case study is an example of what
can happen when you don't protect your creations,
namely through design protection.

Company A operates in the Personnel Protective
Equipment (PPE) sector, and most of its clients are
big, international clients. One of its clients placed a
large order and simultaneously asked Company A to
develop a specific design for those products. Compa-
ny A did so, showed it to the client and, surprisingly,
saw the order cancelled. Later on, Company A saw
its products exhibited in a fair by a Chinese Company
and also learned that the root was that lost client
who, after cancelling the order, placed the same or-
der with a Chinese company for a lower price. When
this happened, it was too late for Company A to re-
claim the design authorship.

Unregistered Community Design

A report by Verband der Deutschen Heimtextilien-In-
dustrie eV. (association of the German home textiles
industry)

(www.heimtex.de)

The company concerned is a German manufacturer
of high quality fabrics for curtains and decoration.
As an exhibitor, it regularly showcases its new col-
lections at Heimtextil Frankfurt, Germany's leading
trade fair for home textiles.

If the textile pattern is new and has individual char-
acter, the company automatically acquires an unreg-
istered Community design right (UCD) for the design,
simply by making it available to the public. The prior-
ity certificate may serve as evidence of the disclosure
(evidence can also be provided via the industrial as-
sociation or lawyer’s office) if the design is not en-
tered in the register within the grace period. There
are no costs for this type of design protection, but it
only lasts three years and the design is only protected
against copying.
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Fig. 1. Design of Alfred Apelt GmbH
(www.apeltstoffe.de)
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Fig. 3. Copy Original

Photos: Alfred Apelt GmbH, Coutresy of "Verband der
Deutschen Heimtextilien-Industrie e.V", 2009.

In this case, tablecloths and runners with the pattern
(Fig. 1), designed by Alfred Apelt GmbH (hereinaf-
ter A), were offered for sale at a food retail chain
(hereinafter B) (Fig. 2) without obtaining approval by
A. The copied pattern corresponded in every design
feature to the protected design (Fig. 3).

A decided to enforce his UCD by legal action. At the
hearing on a request to cease and desist, B divulged
its upstream supplier (hereinafter C), purchasing vol-
umes and prices, and undertook to withdraw the
product from the market while promising to pay a
penalty in the event of a breach of contract. C, on
the other hand, also made a declaration to cease
and desist, incurring a penalty for breach of contract
in favour of A, and divulged its upstream supplier/
manufacturer, as well as all order information. On
the basis of the infringer's profits gained by B, set-
tlement negotiations were also conducted with C on
a lump sum compensation for damage suffered from
the sale of the infringing goods because, during the
out-of-court negotiations, B had only agreed to di-
vulge its upstream supplier C on the condition that
all claims by A against B be fully and finally settled.
However, this agreement was made on the condition
that the agreement was no longer valid if A and C
could not reach consensus on the payment of dam-
ages. In the end, A and C reached agreement on the
payment of damages.

Conclusion:

Although the claim to information about the up-
stream supplier and purchasing volumes and prices
can now be enforced, under certain circumstances,
using an urgent court order, infringers regularly pro-
vide the requested information to avoid a further
dispute with the right holder. In addition, they sign a
declaration to cease and desist with a penalty clause,
by which the cause of complaint is removed.

In the individual case, it can be helpful if the enforce-
ment of IP rights is supplemented by PR activities,
within the allowable limits.

The UCD constitutes a cost-neutral ‘first measure’ that
provides protection against copying and is limited to
a non-extendable period of three vyears. Although
Germany’s supreme court has rendered decisions on
UCDs, a registered right is more easily enforceable
over a longer period of time.



Trade mark

The famous German clothing and accessories’ firm
started in Metzingen in the 1920s becoming a pub-
lic company only in 1985. Commercial success and a
worldwide distribution network have exposed the
brand to a surge in counterfeits and trademark op-
positions but an in-house lawyer is playing a proac-
tive role. Working closely with the creative depart-
ment allows identifying at an early stage what and
how to protect.

Patent

Company Z is a textile company that produces high-
tech sports gear. Its clients are all major international
sports brands. Recently a cooperative project be-
tween Company Z and a client, Company X, led to
discovery of a new sewing method. The two decided
Company Z would retain patent rights to the invent-
ed technology, and Company X would be the exclu-
sive licensee. Meanwhile, a competitor, company F,
began producing sports gear similar to that that was
patented. Prosecution currently under way in the UK
and DE.

Two years ago, some home textiles were made us-
ing a specific type of yarn with a specific composi-
tion. In the end, the final product was presented to
the clients with additional characteristics, and every
home textile company was using the same composi-
tion. One day, some of the companies started to hear
from a Belgian company that managed to register a
patent, first national, then European, for the specific
composition of that yarn and its benefits in the final
product.

This was something that every home textile company
was doing, so they thought patenting it was impos-
sible.

The result was that many companies had to remove
their products in the countries where the patent was
valid or pay a high fee.

Copyrights

Small Enterprise X introduced children’s T-shirts deco-
rated with cartoon characters onto the market. The
enterprise did not find any trace of the characters
in the trade mark and design databases and so pre-
sumed that they were not protected and that their
use was legal. The enterprise did not understand
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that the cartoon characters were protected under
copyright. As copyright is a self-executing right, it
was not registered in any database. It was a surprise,
therefore, when they received a declaration from
Company Z, a cartoon film producer, that stated that
X was infringing its copyrights. Small Enterprise X
reached an out-of-court settlement with Company Z.
Enterprise X could continue selling the product after
payment of compensation and royalties from further
sales. The compensation resulted in the loss of a few
years' profit for small Enterprise X.

Leather
Design

The HUGO BOSS IP portfolio is carefully reviewed,
notably as regards the new possibilities offered by EU
registered designs. Design rights are used mainly for
leather products, such as bags or wallets and shoes.
This is having an impact and the success is visible, es-
pecially in the creative department, as stylists see that
the value of their work is not being underestimated.

A Bulgarian manufacturer of summer bags displays
on the market, during the season, original products
that prove so successful he can't meet the demand.
Inspired by the success, he invests the entire gain in
improving his production equipment and produces a
significant number of bags to offer on the market
next season. However, another enterprising Bulgar-
ian, seeing the success of the articles, organises their
production abroad and imports into Bulgaria a great
number at a much lower price. When the first manu-
facturer realises he is about to fail in the realisation
of his product due to the uncompetitive prices, he
decides to protect his rights by registering a design.
He applies to the patent office to find, regretfully,
that he is too late since the novelty of his design is
already gone. As a result, the first manufacturer suf-
fers losses leading to termination of his business. If,
prior to placing his goods on the market, the manu-
facturer had protected his interests by registering an
industrial design, he could have prevented the entry
of the competing articles into Bulgaria with the as-
sistance of the customs authorities under Bulgarian
law.

Trade mark

The two Collective Trade Marks presented above
are owned by UNIC, the Italian Leather Trade Asso-
ciation, and are at the origin of the mega-seizure by
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Italian authorities of counterfeit and pirated leather
goods called Operation “Toxic Shoes” in September
2008. 1.7 million leather products worth some 20
million EUR were confiscated in warehouses in Tus-
cany, Lazio and Calabria, ridding the market of il-
legal goods that were also found to be dangerous
to consumers. Licensed users of these marks have to
respond to strict quality specifications.

A legal challenge is the protection of trade marks like
BOSS or HUGO. Their registration may not be taken
for granted in certain countries, as exclusive rights
for the word HUGO may be opposed by name hold-
ers in say, Spain, and BOSS is a word with a mean-
ing in English (chief or director). Nevertheless HUGO
BOSS is recognized as a famous trade mark in class
25 in China.

Before launching product Z on the market, Company
Y decided it was important for its marketing strategy
to associate it with a new trade mark. In this endeav-
our, the company has spent a considerable amount
of money to create the most appropriate trade mark.
The product was launched in the market with its new
trade mark. However, the company has neither regis-
tered the new trade mark nor done a search of trade
mark databases in order to make sure it wouldn't in-
fringe another company’s rights. After a few months,
the police apprehended their products, and the com-
pany was accused of copying the trade mark of Com-
pany W. Company Y was using a trade mark similar
to Company W's registered trade mark. As a result,
Company Y has been ordered to make a compensa-
tion payment to Company W and has suffered sub-
stantial losses as a result of the investments made in
its marketing strategy and from the production costs
of the products that were subject to destruction.

Footwear

Trade mark

15 years ago, a small Lithuanian enterprise started
building a network of haberdashery and footwear
shops. For different reasons, the enterprise was
forced to change its brand name twice. That caused
a loss of customers. Shortly after the new brand was
registered with the National Patent Office as a trade
mark, like lightning out of a clear sky came a claim
by the famous Italian company of Gianni Versace. It
accused the enterprise of unfair competition and de-
clared that the Lithuanian trade mark was very simi-
lar to the Italian trade mark “Versus Versace” The
National Patent Office examined the Italian com-
plaint and confirmed this. It came as a big shock to
the Lithuanian enterprise since it did not have such
intentions. Sadly enough, before registering the
trade mark, the company had invested more than
one million Litas in the business to introduce the new
mark. That demonstrates how important it is to carry
out a thorough investigation before applying for a
trade mark!

Company W positions itself in the footwear market
as an innovative enterprise. It has recently devel-
oped a new collection of sandals, which have both
a new shoe sole concept and original design mod-
els. Considering the market potential of this collec-
tion the company has also decided to create a new
trade mark that should be associated with it. In or-
der to obtain higher security for the novelty of these
innovations, Company X has done searches in the
Portuguese Industrial Property Institute (INPI) design
and trade mark databases, available online free of
charge, and has aske INPI services to search patent
databases. Nothing similar was found in any of these
areas. Therefore, before launching their new collec-
tion on the market, Company X decided to apply to
register its new trade mark, new sandals design and
the protection by patent of its innovative sole con-
cept.

Patents

Inventor X constructed a special football boot. He ap-
plied for a patent in country Z and then offered the
invention for sale to a big name sport apparel manu-
facturer, Company Y. Company Y did not buy the in-
vention but a few years later introduced the football
boot onto the market of country Z as its own prod-
uct. Inventor X had a patent for the invention and
filed a patent infringement lawsuit against Company



Y. In response, company Y initiated an invalidity pro-
cedure. As a result of the invalidity procedure, the
patent remained valid. The inventor won the lawsuit
and received substantial compensation. However, be-
cause the football boot was only protected in coun-
try Z, inventor X must tolerate the fact that Company
Y is free to sell the boot in other countries. Even
today, Company Y receives substantial income from
these sales.

Action at customs

Company Y received information that its new shoe
collection was being produced in China and com-
mercialised in Portugal. Since Company Y had duly
registered this collection design in Portugal, it con-
tacted the Portuguese police to present a complaint
on the infringement of its rights. The company also
decided to inform the Portuguese Customs and Spe-
cial Taxes Department that goods that violated its
industrial property rights were coming into Portugal
from China. These actions enabled the apprehension
of goods that were already being commercialised
in Portugal and enabled the Portuguese customs to
seize a container of goods that passed through their
control some months later.

Furniture
Designs

The holder of a registered industrial design for fur-
niture notifies the patent office that his rights to the
design have been infringed, and the patent office
initiates administrative proceedings. A check is done
at the factory indicated by the design holder, where
it is established that the articles have an identical
design. A statement of infringement is drawn up, as
well as a penal provision. The infringer appeals the
penal provision in court but fails. As a result, a pen-
alty is imposed on the infringer, and the object of the
infringement is destroyed.

“JOIN” is a company that designs and produces fur-
niture. It protects some of its designs in Greece. Two
of its bedroom models, one protected by a design
title and the other without, were copied. The com-
pany launched judicial proceedings. For the unpro-
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tected design, according to unfair competition law,
the judge ordered the infringer a) to withdraw the
products from the market, and b) to make an an-
nouncement in the media. For the protected design,
the infringer was given a 10-month prison sentence
and was ordered to pay a 3,000 EUR fine and 15,000
EUR indemnity, as well as the court costs.

SME A has been among the leaders on the Polish
market of exclusive home furniture for over 30 years.
It has also long been the owner of several certifi-
cates of registration and protection. In spite of that,
in 2004, another Polish company, SME B, started to
introduce onto the market counterfeits of SME A's
products (faithful copies) that were imported from
China as “no name” products. SME B argued their
products were bought in Singapore and manufac-
tured in China and denied that SME A was the author
of the industrial design (but said SME A purchased
the design in China/Singapore and registered it in
Poland as its own). As a result, SME A sued SME B
for infringement and got a favourable judgment or-
dering SME B to cease importing and marketing the
counterfeits. By another court action (for surrender
of unlawfully obtained profits) SME A was awarded
compensation for losses caused by SME B's activity.

Trade mark

The Lithuanian Enterprise X produces settees and
cabinets. As the local market develops rapidly, the
competition gets more and more intense. Company
X chooses to invest in brand advertising and trade
mark marketing. It tries to make its trade mark vis-
ible on all relevant details of the furniture. The me-
dia advertising strategy also helps increase its sales.
Last year, sales were at 250%, undoubtedly the re-
sult of its sound and powerful trade mark name and
extensive marketing activities. Recently it decided to
extend the warranty period an extra year (one year
is standard for furniture producers) as a sign of its
excellent quality and to become most competitive in
the market.

Based on Enterprise X's sales strategy, we draw your
attention to the fact that “if you want to acquire a
customer, you need to have a strong trade mark and
develop your brand”.





